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In the Court of Appeals of the District of 

Columbia 


No. 5061 


William A. Moffett, appellant 

v. 

Bradley A. Fiske, appellee 


APPELLANT’S REPLY AND SUPPLEMENTAL BRLEIt 


I 

I 

The United States is entitled to an implied license or shop 
right under the appellee’s patent in fact because of 
the circumstances and relationship of appellee to the 
Government 

| 

This is not a case where an employee conceiyed 
an invention entirely unrelated to and unconnected 

i 

with the work in which he was engaged for jhis 
employer. On the contrary, not only was this in¬ 
vention an outgrowth of Admiral Fiske’s workj as 
a Naval officer, but it was made in connection with 
and incidental to the performance of the specific 
duties to which he was assigned at the time. TJn- 

i 

der the circumstances, the law spells out an im¬ 
plied license in favor of the employer and estops 

(i) 


the employee from collecting royalties from the 
former for using the invention made under such 
circumstances. 

The facts are not in dispute. Admiral Fiske 
was educated and trained at the expense of the 
Government ever since he entered the Naval Acad¬ 
emy at Annapolis, from which he graduated in 1874. 
From 1900 to 1902 he was on duty in Brooklyn as an 
inspector of ordnance and inspected and tested all 
the torpedoes manufactured there. (R. 24^25.) 
In the winter of 1910 to 1911 he was a member of 

the General Board of the Navv and head of the 

%/ 

Committee on War Plans. In connection with 
these duties he devoted most of his time to devis¬ 
ing plans for recapturing the Philippine Islands 
in case they were captured by Japan, and it oc¬ 
curred to him that it might be possible to prevent 
such capture by developing airplanes to such a 
point that they could drop bombs on an invading 
party trying to land on the beach. (R. 26.) At 
a meeting of the Board that winter he proposed 
nis scheme for using airplanes as actual weapons 
and not merely for scouting, and also suggested 
that airplanes might be fitted and equipped so that 
they could discharge automobile torpedoes. (R. 
26, 30.) He, himself, apparently realized certain 
difficulties that were involved and for the time 
being was not able to think out any plan to over¬ 
come them. (R. 26.) In 1912 Admiral Fiske 
became Aide for Operations and continued think- 


I 


3 

i 

J 

ing along the same line. (R. 26, 31.) Finally 
some thoughts came to him which appeared ; to 
present a practicable scheme and he made soijne 
sketches. (R. 27.) He suggested his ideas to the 
proper Naval authorities but was confronted with 
a skeptical attitude on their part. (R. 31.) At 
the same time he filed an application for a patent 

i 

which resulted in the issuance of the patent here! in 
suit. (R. 27.) | 

These facts clearly demonstrate that the inven¬ 
tion was made bv Admiral Fiske in connection with, 

* 

incidental to, and as part and parcel of his duties 
as a member of the General Board of the Navy, 
chairman of the Committee on War Plans, and 
later as Aide for Operations. It was one of his 
functions in performing the duties to which he was 
detailed to devise and improve means and weapons 
of defense, and, as the facts show, it was in con¬ 
nection with working out plans for the defense! of 
the Philippine Islands that it occurred to him that 
torpedoes might be dropped from airplanes to pjre- 
vent troops from being landed on the beach. Ad¬ 
miral Fiske’s assigned task was to produce means 
to achieve a result, viz, the recapture of the Philip¬ 
pine Islands in possession of an enemy. The re¬ 
sources of the nation were available to him in the 
solution of his problem. Among these were air¬ 
planes and automobile torpedoes. His duty wa^ to 
marshal these weapons in the most effective man¬ 
ner to accomplish the purpose. In the perform- 


i 

j 

i 

j 
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ance of this duty he conceived the idea which re- 
suited in this invention of contacting a torpedo 
with the enemy by means of an airplane. 

The situation is entirely different where an offi- 

%> 

cer attached to troops in the field or to a ship at 
sea uses his spare time to develop or improve a 
weapon, for then such work is no part of his duties. 
In this case, however, the plaintiff was, at the time 
that he claims to have made his invention, assigned 
to work which involved devising and improving 
means for defense. 

There are numerous cases presenting situations 
where an employee who is under no duty to make 
inventions, incidentally in the course of his em- 
ployment, devises improved methods or apparatus 
relating to the work in which he is engaged. In 
such circumstances the employer is held to have 
an implied license or shop right to use the inven¬ 
tion, and the employee is estopped from enforcing 
his patent right against his master. Thus, in Gill 
v. United States, 160 U. S. 426, the claimant was 
a machinist and master armorer employed at the 
Fraiikford Arsenal. Ideas occurred to him for 
making improvements in the method of loading 
cartridges. He made drawings of liis invention 
outside of office hours. He showed his drawings 
to his superior officers and at the same time filed 
applications for patents. His inventions were 
adopted at the Arsenal, and he brought suit on an 
implied contract to recover compensation for use 
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| 
i 

of the machines covered by his patent. The Court 
held that he was estopped from asserting a claim 
for compensation. It is true that the Court ip its 
opinion referred to the fact that he assented tp the 
use of his machinery, but in the case at bari Ad- 
miral Fiske also endeavored to secure the adoption 
of his invention by the Government. The only dif¬ 
ference in the facts on that score between the; Gill 
case and the case at bar is that in the Gill case the 
invention was immediately adopted by the Govern¬ 
ment when Gil] disclosed it to his superior officers, 

j 

whereas here the invention was not adopted until 

several vears after Admiral Fiske retired from the 
* 

i 

Navy. 

In Eager v. United States, 35 C. Cls. 556, a “lead¬ 
ing man ? ’ in the Ordnance Department of the Wash¬ 
ington Navy Yard invented an improved rifling 
machine for heavy guns, upon which he obtained a 
patent. Both the preliminary and the finished 
drawings embodying his inventive concept kvere 

made bv him at his home outside of office hours. 

%/ , 

His ideas were then adopted by his superioil offi- 

i 

cers. No recovery was allowed. 

In Schmidt v. Central Foundry Co 218 Fed; 466, 
(!>.. N. J.) the vice president and operating head 
of a company engaged in the manufacture and sale 
of pipe devised certain changes in the method of 
manufacture and was instrumental in inducing his 

i 

i 

I 

i 

i 

i 

i 

! 

i 

I 



concern to adopt it. The Court held that the com¬ 
pany had an implied license to use the invention. 

In Callahan v. Capron Co 2S0 Fed. 254. (D., R. 
I.) the plaintiff was employed as foreman in the 
defendant’s shop. The defendant was selling a col¬ 
lar holder. The plaintiff devised a new collar hold¬ 
er which the defendant put on the market. The 
plaintiff had. in the meantime, filed an application 
for a patent at his own expense and a patent issued. 
The Court held that the defendant had an implied 
license or shop right. 

It is true that in some instances the inventor 
employed material belonging to his employer in 
working out the invention and sometimes had the 
benefit of the assistance of other employees. This 
element is absent in the case at bar. But it is ab¬ 


sent. not because the plaintiff used his own mate¬ 
rial in experimentation or had the cooperation of 
other assistants, but because he did not need any 
material or the assistance of other persons, since 
his invention was made entirely on paper and did 
not involve any experimentation or the manufac¬ 
ture of a model or a completed device. The plain¬ 
tiff, himself, never produced his invention in 
specie, and never actually fabricated either a tor¬ 
pedo plane or a model. Moreover, we submit that 
physical assistance by the employer is an immate¬ 
rial and nonessential factor. In Gill v. United 
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i 
i 

i 

States , 160 U. S. 426, supra, at page 434 the Court 
discussed this point: j 

In every case the idea conceived is thO in¬ 
vention. Sometimes, as in the casq of 
McClurg v. Kingsland, a series of experi¬ 
ments is necessary to develop and perfect 
the invention. At other times, as in the case 

i 

under consideration, and apparently in the 
Solomons case, the invention may be rediieed 
to paper in the form of an intelligible draw¬ 
ing, when nothing more is necessary than 
the preparing of patterns and working 
drawings, and the embodiment of the origi¬ 
nal idea in a machine constructed accord¬ 
ingly. Now, whether the property of the 
Government and the services of its em- 
ployees be used in the experiments neces¬ 
sary to develop the invention, or in the prep¬ 
aration of patterns and working drawings, 
and the construction of the completed! ma¬ 
chines, is of no importance. We doj not 
care, in this connection, to dwell upon the 
niceties of the several definitions of the word 
6 4 develop'’ as applied to an invention. | 

The vital element upon which an implied license 
is based is that the invention is made incidentally 
to and in connection with the performance of the 
employee’s duties, and that element is present in 
this case. For the foregoing reasons the plaintiff 
is not entitled to recover any compensation of the 
defendant for infringing his patent. j 

42186—31-2 

i 

i 

i 
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II 

The Acts of 1910 and 1918 confer upon the United States 
a nonexclusive license with respect to the inventions of 
Government employees 

The authority of Congress to enact statutes cov¬ 
ering the granting of patent rights and prescribing 
terms and conditions upon which such rights may 
be enjoyed is derived from Article I, Section VIII, 
of the Constitution. The Supreme Court, in dis¬ 
cussing the extent of this legislative power, said, in 
the case of McClurg v. King si an d, 1 Howard 202, 
206: 

* * * the power of Congress to legis¬ 

late upon the subject of patents is plenary 
by the terms of the Constitution, and as there 
are no restraints on its exercise, there can be 
no limitation of their right to modify them 
at their pleasure, so that they do not take 
away the rights of property in existing 
patents. 

The right of a patentee to make, use, and vend 
his invention is a common law right, but he has 
no exclusive right of property in his invention ex¬ 
cept by virtue of the patent acts and according to 
the regulations and restrictions set forth in those 
acts. Dable Grain Shovel Co. v. Flint , 137 U. S. 
41, 43. 

It is apparent, therefore, that Congress may im¬ 
pose qualifications and restrictions upon the statu¬ 
tory privilege which it confers, provided that in 
so doing it does not interfere with existing prop- 



erty rights. For example, pursuant to this pbwer, 
it has in Section 480 of the Revised Statutes, de- 

i 

nied the privilege of taking out patents to officers 
and employees of the Patent Office. 

The patent now in suit was applied for on April 
12,1912, and issued on July 16,1912. (R. 3, 4.;) In 
1910, prior to the invention and patenting of this 


device. Congress enacted the Act of June 25,; 1910, 
c. 423, 36 Stat. 851, which authorized a patentee to 
sue the United States in the Court of Claims to 
recover reasonable compensation for the use by the 


Government of a patented invention. The Su¬ 
preme Court has held that this Act prohibits a 
patentee from suing an officer of the Government 


who commits an infringement on behalf of the Gov- 
eminent and acting under its authority. Crazier 
v. Krupp, 224 U. S. 290. 

The Act of 1910 contains three provisos, of which 
the third reads as follows: 


And provided f urther, That the 
benefits of this Act shall not inure to anv 

i * / 

patentee, who, when he makes such claim is 
in the employment or service of the Govern¬ 
ment of the United States; or the assignee 
of any such patentee; nor shall this Act 
apply to any device discovered or indented 
by such employee during the time of his 
employment or service. 

I V | 

We submit that this proviso imposed a limitation 
upon all patents thereafter issued to Government 
officers and that its effect was to make such patents 
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exclusive as against everyone except the United 
States. 

The intent of Congress seems clear. The Act 
provides that a patentee may sue the United States 
when his invention has been used by the Govern¬ 
ment a without license of the owner thereof or law¬ 


ful right to use the same ” The purpose of the 
phrase which we have italicized is explained in the 
'■opor t of the Committee on Patents of the House 
of Kepresentatives, H. Kep. No. .1288, 61st Con¬ 
gress. 2nd Sess. The Committee referred to the 


case of Solomons v. United States, 137 U. S. 342, 
where it was held that the Government had a non¬ 


exclusive license as against an inventor who per¬ 
fected his invention during the time of his employ¬ 
ment, using the materials of his employer and the 
labor of his fellow employees. It was feared that 
the proposed act might be construed as permitting 
such an employee to sue the United States, and the 
Committee said (p. 3) : 


There are certain patents taken out by 
Government officers or employees which are 
good and valid against all the world except 

P C 1 x 

the Government itself. 


* * * * * 


The United States in such a case has an 
implied license to use the patent without 
compensation for the reason that the in¬ 
ventor used the time or the money or the 
material of the United States in perfecting 
his invention. The use by the United States 


of such a patented invention without any au¬ 
thority from the owner thereof is a lawful 
use under existing law and we have inserted 
the words “or lawful right to use the same” 
in order to make it plain that we do not in¬ 
tend to make any change in existing law in 
this respect and do not intend to give the 
owner of such a patent any claim against 
the United States for its use. 


The proviso relating to Government employees 
was added by wav of amendment- after debates on 
the floor as to the desirability of permitting suit 
against the Government bv individuals in the em- 
ploy of the United States, regardless of whether 
the circumstances were such as to establish a non¬ 
exclusive license. The statements of the proposers 

i 

of the amendment show clearlv the intent of Con- 

«/ 

gress that the Government should have a license to 
use the inventions of its employees and that such 
employees should have no remedy other than to sub¬ 


mit their claims to Congress. See Congressional 

i 

Record, Vol. 45, p. 8785, 61st Congress, 2nd Sess. 

Ik Moore v. United States, 249 U. S. 487, the Su¬ 
preme Court held that the proviso to the Act qf 1910 
barred a suit against the United States by oiie who 
was in the employ of the Government when his in¬ 
vention was perfected, even though he could show 
that he developed the invention outside of working 
hours. The Court said that the meaning of the Act 
was plain and free from doubt. j 
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It is not reasonable to suppose that Congress 
intended to impose upon a Government officer who 
infringes a patent on behalf of the United States, 
deriving therefrom no personal advantage or bene¬ 
fit, the burden which it expressly refused to impose 
upon the Government itself. Crosier v. Krupp, 
supra , shows that a private patent owner can not 

i 

sue the infringing officer since the Act of 1910, and 
it would be absurd to say that such officer may 

i 

nevertheless be sued bv a brother officer whose in- 
vent ion lie uses solelv on behalf of the Government. 
Moreover, the avowed intent of Congress leaves no 
room for the contention that the infringing officer 
is immune as to all the world except a fellow em¬ 
ployee when, as the appellee concedes, the action 
is “to all intents and purposes * * * a suit 

against the Government.” (R. 21.) 

We submit that the effect of the Acts of 1910 
and 1918 was to limit the scope of patents granted 
to employees of the Government to the extent of 
giving the patentee an exclusive property right 
therein against all except the United States. 

Ill 

If the rights of the appellee were infringed, sueh infringe¬ 
ment constituted an appropriation by the United States 
under its power of eminent domain for which the 
appellant can not be held personally liable 

While we contend that there was in fact no in- 

j 

fringenient and that the Act of 1910 conferred upon 
the United States a nonexclusive license with re- 


i 


3.3 j 

! 

I 

spect to the inventions of Government officers, nev¬ 
ertheless, even if the Court disagrees with us on 
these questions, we still submit that the present ac¬ 
tion should have been dismissed. j 

Prior to 1910 no court had jurisdiction to en¬ 
tertain suits against the United States for patent 
infringements, since such actions sound in tort. 
Schillinger v. United States, 155 U. S. 163. When 

i 

the facts could be construed as creating an implied 

i 

contract between the Government and the patentee, 
recovery was permitted under Section 145 of the 
Judicial Code (U. S. C., Title 28, Sec. 249). United 
States v. Palmer , 128 U. S. 262. If no contract 
could be implied, the patentee was remitted tb a 
somewhat insubstantial remedy against the infring¬ 
ing Government officer under Section 4919 of the 
Revised Statutes. See Belknap v. Schild, 1161 
U. S. 10. j 

This situation was completely altered by the |Act 
of June 25, 1910, which provided, in part, as 
follows: 


That whenever an invention described in 
and covered by a patent of the United States 
shall hereafter be used by the United Sthtes 
without license of the owner thereof or law¬ 
ful right to use the same, such owner inay 
recover reasonable compensation for such 
use by suit in the Court of Claims * * * 

And provided further , That the benefits of 
this Act shall not inure to any patentee who, 
when he makes such claim, is in the employ- 
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ment or service of the Government of the 
i United States; or the assignee of any such 
patentee; nor shall this Act apply to any 
device discovered or invented bv such em- 
ployee during the time of his employment or 
service. 

In Crosier v. Krupp, 224 U. S. 290. the Supreme 
Court held that this Act deprived a patentee of his 
right to sue an infringing Government officer and 
gave him in its place a right against the United 
States in the Court of Claims. The enactment of 
the statute furnishes the only ground of distinction 
between that case and the Schillinger cave, supra. 

The theory on which the Court gave judgment 
for the defendant in the (■rosier case was that the 
Act of 1910 was an eminent domain statute author¬ 
izing the appropriation of patent rights by the 
Unitfed States for public use. In several earlier 
decisions long prior to 1910 the Supreme Court had 
leaned toward the view that a so-called infringe¬ 
ment by the Government was, in fact, a taking as 
in eminent domain, James v. Campbell, 104 U. S. 
356, 358; Hollister v. Benedict Manufacturing Co., 
113 U. S. 59, 67. There were strong dissenting 
opinions to the same effect in the Schillinger case, 
supra, page 178, and the Belknap case, supra, page 
27. See also Dashiell v. Grosvenor , 66 Fed. 334, 
338 (C. C. A. 4th), affirmed on other grounds 162 
U. S. 425. But the Supreme Court apparently 
took the view that Congress had not at that time 
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expressly authorized the exercise of the eminent- 
domain power with respect to patent rights. 

In Waite v. United States, No. 103, October 
Term, 1930, Supreme Court, decided February j 24, 
1931, the effect of the Acts of 1910 and 1918 as being 
an expression of the power of eminent domain was 
reiterated. The Supreme Court held that as any 
appropriation of a patent by the United States 
was a taking by eminent domain, the guaranty of 
the Fifth Amendment applied and just compensa¬ 
tion meant the value as of the date of the taking. 
This was practically realized by the awarding of 

I 

interest from the date of the infringement to the 

| 

date of payment of the judgment of the Court of 
Claims. 

In Cram j> cl Sons v. Curtis Turbine Co., 246 Uj. S. 
248, it was held that the Act of 1910 did not deprive 
a patentee of a right to sue an infringing con¬ 
tractor for the reason that such contractor was not 
an officer or agent of the Government, and, there¬ 
fore, infringement by the contractor was not |use 
bv the United States within the meaning of ithe 
Act. This was merely an application of the recog¬ 
nized rule that the Government can not be bound 
except by the acts of its duly authorized agents. 
To the same effect is Marconi Wireless Telegraph 
Co. v. Simon, 246 U. S. 46. 

7 i 

Following the decision of the Cramp case, Con¬ 
gress amended the Act of 1910 by the Act of Julv 
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1, 1918. c. 114, 40 Stat. 704, 705 (U. S. C., Title 35, 
section 68), which provided: 

That whenever an invention described in 
and covered by a patent of the United-States 
shall hereafter be used or manufactured by 
or for the United States without license of 
the owner thereof or lawful right to use or 
manufacture the same, such owner’s remedy 
shall be by suit against the United States in 
the Court of Claims for the recovery of his 
reasonable and entire compensation for such 
use and manufacture. * * * 

This Act contains the same provisos as the Act 
of 1910. 

It will be observed that the amending act speci¬ 
fies that the patentee’s remedy shall he by suit 
against the United States to recover reasonable and 
entire compensation. In Richmond Screw Anchor 
Co. v. United States, 275 U. S. 331, the Supreme 
Court said (p. 343) : 

The purpose of the amendment was to re¬ 
lieve the contractor entirelv from liabilitv 
of every kind for the infringement of pat¬ 
ents in manufacturing anything for the Gov¬ 
ernment and to limit the owner of the pat¬ 
ent and his assigns and all claiming through 
or under him to suit against the United 
•States in the Court of Claims for the recov¬ 
ery of his reasonable and entire compensa¬ 
tion for such use and manufacture. 

This purpose applies a fortiori to infringement 
by an officer of the Government, depriving the in- 
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fringement of its tortious character and converting 
it into a rightful appropriation for which the gov¬ 
ernment alone is responsible. As the Court said 
in the Crozier case, supra, page 305: 

The adoption by the United States of |the 
wrongful act of an officer is, of course, j an 
adoption of the act when and as committed 
and causes such act of the officer to bej in 
virtue of the statute, a rightful appropria¬ 
tion by the Government for which compen¬ 
sation is provided. 

i 

Since the act of the appellant was not tortious, 
being a lawful act in the exercise of the power of 
eminent domain, the appellee clearly has no right 
of action against him under Section 4919 of the 
Revised Statutes. The provisos of the Acts of 1910 
and 1918, denying to Government officers the right 

i 

to sue the Government which is conferred upon 
private patentees, do not change the legal effect of 
the appellant’s act. 

The provisos do not affect the general applica- 

i 

tion of the principal purpose of the statute. They 
in no way modify the effect of the Act as defined 
in the Crozier case, supra. What between private 
parties would constitute an infringement of a pat¬ 
ent, when done bv or in the name of the United 
States, is an exercise of the authority vested in! the 
sovereign of eminent domain. The statute further 

i 

designates the Court of Claims as the forum in 
which the just compensation to which the owner 
of the patent is entitled may be judicially deter- 



18 


mined. The proviso that the benefits of the Act 
shall not inure to the owner of a patent who is in 
the Government service does not change the char¬ 
acter of the appropriation by or for the Govern¬ 
ment, but merely withdraws the designation of the 
Court of Claims as the forum for determination 
of the just compensation. 

If the effect of the Acts of 1910 and 1918 were 
not to qualify the right granted by the patent, i. e., 
if a nonexclusive license to the United States is 
not implied to every Government employee patent 
owner, then we submit it is arbitrary and capri¬ 
cious to sav that the act of an officer of the Gov- 
%/ 

ernment in appropriating a patent for the United 
States is a rightful and lawful act as to all except 
those owners of patents who are or were in the 
employ of the Government when the patented de¬ 
vice' was invented. A determination of whether 
the proviso applies is practically impossible. It 
is unreasonable to predicate personal responsibility 
of hia-h Government officials to such a substantial 
extent as in the instant case on questions that are 
practically incapable of solution. The only rational 
conclusion is that it was the intent of Congress, by 
the Acts of 1910 and 1918, to repeal the rule estab¬ 
lished in Belknap v. Schild, supra, imposing per¬ 
sonal tortious responsibility on the officials direct¬ 
ing the appropriation of a patent. 

The constitutionality of the provisos has never 
been mooted. Moore v. United. States, 249 U. S. 
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487, supra, merely considered the application! of 
the provisos to the facts there presented, and made 
no reference to their validity. If, as a necessary 
corollary to the foregoing argument, it should fol¬ 
low that the provisos are unconstitutional, the lap- 

j 

pellee may be entitled to recover compensation 
from the United States. That contention may be 
appropriately urged in the Court of Claims if |the 
appellee chooses to bring suit there. It is not rele¬ 
vant to the case at bar. ' 

IV ! 

i 

If the plaintiff is entitled to recover, the allowance of 
damages is grossly excessive 

i 

The trial court allowed a royalty of $500 upon 
each torpedo plane, being approximately 2Vi% of 
the cost of the plane. As the total number of planes 
involved is 397, the Court found the amount of dam¬ 
ages to be $198,500. (R. 11.) 

It may well be that under the more recent author¬ 
ities, in the absence of other evidence of damage, 
the Court may allow a reasonable royalty, com¬ 
puted on the cost of the infringing article, but in 
such an event the royalty must be computed,: not 
on the cost of the entire article, but on the cost 

i 

of the infringing feature. 

■ 

In this case the plaintiff’s invention consists of 
a mechanism attached to the bottom of an airplane 
for carrying and discharging a torpedo. The Rea¬ 
sonable royalty should then be calculated on the cost 

j 

i 


i 

I 





20 


of that attachment and not on the cost of the entire- 
plane. The complete plane includes the fuselage, 
the engine, the various controls, etc., as well as the 
torpedo attachment, and to allow a royalty upon the 
entire structure is to pay the plaintiff for some¬ 
thing that he did not invent. 

The evidence shows that the cost of attaching 
the torpedo device to the plane is $280 (R. 147), 
and consequents the rovaltv should be computed 
on that sum. Taking two and a half per cent, as 
the Court did, of that amount, would mean a roy¬ 
alty of $7 per plane, or $2,779 for 397 planes. At 
best, the sum of $2,779 should have been the maxi¬ 
mum of the plaintiff’s recovery. 

Any other rule would frequently lead to an ab¬ 
surd and unjust result. Suppose an infringing 
rapid-fire gun is attached to an airplane; would 
not the royalty be computed on the cost of the gun 
alone and not on the whole plane as well as the 
gun ? Suppose the carburetor used in the air¬ 
plane engine infringes a patent; would damages be 
computed upon the cost of the entire plane or 
merely upon the cost of the carburetor? 

Taking an example from a slightly different 
field: if an automobile manufacturer infringes a 
spark-plug patent, would the Court base a reason¬ 
able rovaltv on the cost of the entire automobile 
on which the spark plug is used, or would such an 
amount be calculated upon the cost of the spark 
plug? 



I 

j 


If the plaintiff’s theory were carried to a logical 
extent, then, if the Navy Department installed; an 
infringing weapon on a battleship costing ten mil- 
lion dollars, it would be necessary to compute I the 
damages upon the cost of the entire battleship. | 
The authorities fully sustain our contention. \ 
Thus, Seymour v. McCormick , 16 Howard 480, 
involved a patent on improvements on a reading 
machine. The plaintiff brought an action at law 
for damages for infringement. The trial court 
charged the jury that the measure of damages is 
the same whether the patent covers an entire jma- 
chine or an improvement on the machine (p. 4$6). 
The Supreme Court held this charge to be erro¬ 
neous and made the following comments on this 
question (p. 490) : 

If the measure of damages be the same 
whether a patent be for an entire machine 
or for some improvement in some part of it, 
then it follows that each one who has pat¬ 
ented an improvement in any portion of a 
steam engine or other complex machines 
may recover the whole profits arising from 
the skill, labor, material, and capital em¬ 
ployed in making the whole machine, and the 
unfortunate mechanic may be compelled to 
pay treble his whole profits to each cff a 
dozen or more several inventors of some 
small improvement in the engine he has 

built. Bv this doctrine even the smallest 
%> 

part is made equal to the whole, and “actual 
damages” to the plaintiff may be converted 


i 

i 



into an unlimited series of penalties on tlie 
defendant. 

In Waite v. United States, 69 C. Cls. 153, 157 
(reversed in the Supreme Court on different 
grounds not affecting the portion of the opinion 
quoted), the United States was held liable for the 
infringement of a patent on a transformer which 
entered into the manufacture of the X-Ray appa¬ 
ratus. The plaintiff asserted that he was entitled 
to have his damages based upon the cost of the en¬ 
tire X-Ray apparatus, but the Court limited the 
recovery to the value of the transformer alone, 
holding: 

Plaintiff maintains that the entire value of 

those various structures sold is predicated 

upon the Waite patent # 1,343,599, and 

accordingly asks for compensation based 

upon the entire profits of the fluoroscopes 

and X-Rav units as well as the transformers. 
•/ 

This we can not agree to. 

Merrell Soule Co. v. Poivdered Milk Co., 7 F. 
(2d) 297, 300 (C. C. A. 2d), holds to the same 
effect. 

It is a well-known fact that a large number of 
patented devices enter into the construction of the 
airplane proper. Some patents enter into the con¬ 
struction of the engine. Others dominate the con¬ 
trol devices, etc. The total allowance of damages 
for patent infringement would have to be appor¬ 
tioned among all the patents that enter into the 
complete structure. 
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Thus, in McKeever v. United States, 14 C. Cls. 
396, 430-431, the United States was held liable for 
infringing a patent on a cartridge box- In viewj of 
the fact, however, that one other patent entered 

j 

into the construction of the complete box, only a 
part of the total damages was awarded the plainfiff 
in the action. 

A similar situation existed in Kintner v. Atlantic 
Communication Co,, 294 Fed. 136 (S. D. N. Y.). 
The defendant was the owner of a radio station and 
was found guilty of infringing certain patents 
owned by the plaintiffs. In addition to that, otjher 
patents entered into the construction of the appa¬ 
ratus used in the station. The Court took the en¬ 
tire amount for which defendant was held liable 
for the use of patents and apportioned it among! the 
various patents involved, allowing a recovery tojthe 
plaintiffs in respect of only such patents as t|hey 
owned. 

i 

Claims one and two of the patent are not in 
terms combination patents. (R. 171.) They 
merely purport to patent the method of directing 
and delivering torpedoes from airplanes. The 
mechanism that purports to accomplish that result 
is the visible patented article. The airplane is not 
either included or mentioned in the claim. Claim 
three alleges an invention in combination with an 
airship. (R. 171.) In substance and effect the in¬ 
vention is not of a combination of an airplane with 
this torpedo discharging device but merely the ad- 
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dition of the device to an airplane. The cost of 
the patented invention is insignificant in compari¬ 
son with the cost of an airship. The device could 
be attached to any airship at no substantial cost. 
In common parlance it is no more of a combination 
than a trunk carrier is a combination with an auto¬ 
mobile. 

Further, we submit that the airplane that could 
function with appellee’s alleged patent had not been 
developed when the patent was granted. It is un¬ 
reasonable and unjust to allow royalty on a combi¬ 
nation that had never been conceived, and the prac¬ 
tical development of which was superlatively con¬ 
jectural when one of the parts was invented. Since 
the practicability of the appellee’s invention de¬ 
pended entirely on subsequent inventions in the art 
of airplane construction, the appellee is not en¬ 
titled to the fruits of the combination, for only a 
small part of which he was responsible. 

In view of the foregoing discussion it is respect¬ 
fully submitted that if the judgment is not reversed 

it should be modified so as to allow recoverv of 

* 

only $2,779, the royalty computed on the cost of 
manufacture and attachment to an airplane, but 
excluding the cost of the airplane. 

CONCLUSION 

We contend: 

1. That the patent is invalid for want of use¬ 
fulness, invention, and originality because of prior 
art. 
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i 

In the event of the patent being valid: 

2. That there has been no infringement. 

3. That from the circumstances in fact there ^vas 
an implied nonexclusive license to the United 
States. 

4. That the effect of the Acts of 1910 and 1918 

was to reserve in law a nonexclusive license to! the 
United States of this patent granted to appellee 
in 1912. | 

5. That the effect of the Acts of 1910 and 1918 
is to validate all appropriations of patent rights 
bv the United States and there!)v the acts of ihdi- 

V «/ 

viduals through whom the Government functions: 
that the direction of the alleged infringement by 
Admiral Moffet was not tortious and incurred no 
personal liability to Admiral Fiske. 

6. That the Court below erred in the computa¬ 
tion of damages. 

Finally we submit that the judgment of j the 
Supreme Court of the District of Columbia should 
be reversed and the action dismissed. 

j 

Respectfully submitted. 

Charles B. Rugg, j 

Assistant Attorney General. 
H. C. Workman, 

Alexander Holtzoff, j 

H. Brian Holland, j 

Attorneys. 

Leo A. Rover, j 

United States Attorney. 
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Introduction. 

i 

j 

This case was founded on three laws or rules be-! 
lieved to be still in force. 

(1) Thou shalt not steal (Exodus XX, 15). j 

(2) Private property shall not be taken for pub-; 

lie use without just compensation (Amendment V,| 
U. S. Constitution). I 

(3) Section 4919, IT. S. revised statutes, which j 
reads as follows: 

j 

i 

“Sec. 4919. Damages for the infringement! 
of any patent mav be recovered by action on! 
the case, in the name of the party inter-j 
ested either as patentee, assignee or, grantee.j 
And whenever in anv such action a ver-i 
diet is rendered for the plaintiff, the! 
court may enter judgment thereon for any! 
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sum above the amount found bv the verdict as 

i * 

the actual damages sustained, according to the 
circumstances of the case, not exceeding three 
times the amount of such verdict, together 
with the costs.” 

Defendant urges in his brief that Congress bv the 

o o * 

Acts of June 25, 1910, and July 1, 1918, had nullified 
the statute just quoted; but his brief does not spe- 
cifically urge that either the Law of Moses or the 
Constitution of the United States have been repealed 
by these or any other special Acts of Congress, but 
we shall dwell upon this later. 

It will be noted that this is an action at law, and 
was tried before a judge without a jury under the 
following stipulation: 


#**•*# * 

1. It is hereby stipulated and agreed by and 
between the parties hereto, and each of them, 
that this suit shall be tried by the court on all 
issues both as to the law and the facts without 
a jury; and 

The parties to the suit, and each of them,” 
* * * (Rec. 6). 

We believe that Government counsel, in their part 
of the Transcript of Record, and in their brief, have 
brought out many points as to facts concluded by 
the lower Court that should have no place in this 

Footnote.— In this brief, the Transcript of Record 
is indicated by “Rec.”; Appellant’s or Defendant’s 
Brief by “D. B.”; Appellee’s or Plaintiff’s Brief 
by “P. B.,” and all italics are ours unless specifically 
noted otherwise. 
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appeal; but, out of an abundance of precaution, we; 
will endeavor to reply to all points raised by Defend-j 
ant’s counsel which appear to us to have any real; 
bearing on the case, trusting that the Court will j 

i 

pardon any excessive zeal shown on our part in order; 
to meet the objections raised by Government counsel.; 

Before considering the points raised on appeal,; 
we respectfully suggest that this case was tried at; 
great length (six days) in open Court before an; 
eminent jurist; that an array of witnesses was! 
orally examined before him, including three admi-j 
rals, a former Commissioner of Patents, and a num¬ 
ber of naval officers; and that a mass of exhibits! 
was offered in evidence, some of which are very! 

* j 

imperfectly set out in the transcript of record; and I 
with all these before him, Justice Stafford made the! 
special verdict appealed from. 

It may be in order to cite a few decisions in sim-l 
ilar cases. 

In the case of the Diamond Patent Co. vs. Webster | 
Bros, ct al., 245 F. 155, C. C. A. 9th Circuit, it was; 
held: | 

j 

“The Trial Judge, however, with all evidence! 
before him, personally inspected the show-; 
cases, and eventually denied the plaintiff’s! 
contention. While he rendered neither oral! 
nor written opinion, he gave a decree dismiss-: 
ing the complaint. From all this we must; 
presume that the Court was of the opinion; 
that the substance used in these showcases! 
for uniting the glass plates did not infringe; 
the plaintiff’s xmtent, thus deciding the fact; 
in issue. 


i 

| 

i 

i 


i 

i 
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In such a case, the Trial Judge having the 
advantage of seeing and especially examining 
the material which it is claimed infringes, an 
appellate court, without such advantage, will 
not disturb the conclusion reached, unless it 
appears clearly that the finding is against the 
obvious weight of the testimony. 

We find no reason for disturbing the decree, 
and therefore affirm it.” 

In the case of Blettner vs. Gill, 251 F. 81, C. C. A. 
7th Circuit, February 1, 1918: 

“The Court heard the evidence of the wit¬ 
nesses, and had before it the alleged infring¬ 
ing devices, as well as the ring shaped blanks 
out of which the appellant makes them. The 
evidence of the witnesses was contradictory, 
and, in so far as the decree is predicated 
thereon, we cannot disturb it.” 

The following cases hold that, where the trial 
court has heard the witnesses, its finding will not be 
disturbed unless it can be shown that the court 
clearly erred as to the application of the law, or 
has made some serious mistake in the consideration 
of evidence: 

American Rotary Valve Co. vs. Moorehead, 
226 F. 402, 7th Circuit; 

United States Industrial Chemical Company 
vs. Tlieroz Co., 25 F. (2d) 3877, C. C. A. 
7th Circuit, 1928; 

Fuller vs. Reed, 249 F. 158, C. C. A. 1st Cir¬ 
cuit, 1917. 
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Note also the recent decision of Circuit Judge 
Parker (C. C. A. 4th Circuit), in Gulf Smokeless! 
Co. vs. Sutton et al., 35 F. (2d) 433, from which we 
quote: 

j 

j 

* ‘ While, of course, the judgment of Patent j 
Office officials in such a case is not absolutely | 
binding on the court, it is entitled to great i 
weight and is to be overcome only by clear 
proof that they were mistaken and that there | 
is lack of patentable novelty. Imperial Bottle j 
Cap & Machine Co. vs. Crown Cork & Seal | 
Co. (C. C. A. 4th), 139 F. 312; Rubenstein vs. i 
Slobotkin (D. C.), 33 F. (2d) 603; J. A. Mohr i 
& Son vs. Alliance Securities Co. (C. C. A. 
9th), 14 F. (2d) 799. 

[5] In the hearing below the process of the | 
patents was demonstrated before the District | 
Judge by the use of tables installed and oper-; 
ated for his benefit. He thus had the advan- j 
tage not only of seeing the witnesses and hear- j 
ing them testify, but also of seeing the process j 
in operation. When to the presumption aris-j 
ing because of the granting of the patents by j 
the Patent Office is added the presumption in j 
favor of the correctness of the findings of the | 
District Judge, who saw the witnesses, heard j 
them testify, and witnessed the demonstra-1 
tions of the process, we certainly would notj 
be justified in reversing his action unless sat* | 
isfied that it was clearly wrong. U. S. Indus-j 
trial Chemical Co. vs. Theroz Co., supra; Dia-i 
mond Patent Co. vs. Webster Bros, et al. (C.| 
C. A. 9th), 249 F. 155. We are not so satis-j 
tied, but on the contrary, think that it was I 
correct.” (At 38.) 


i 

i 


! 

i 

i 

i 

i 

I 
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II. 

Brief History of the Case. 

The record shows that the plaintiff, when a Hear 
Admiral in the U. S. Navy, in command of a division 
of battleships, after much thought on the subject, 
made an invention, for which he instructed his pat- 
eiit attorney to file an application for patent, and 
that after this patent application had been prepared 
by the said attorney, it was signed and sworn to by 
the applicant himself, and was filed in the U. S. 
Patent Office on April 12, 1912. 

The story of the invention is set out by Admiral 
Fiske (Rec. 26-27). 

The record shows that this application was pre¬ 
pared by a patent attorney who had been a former 
naval officer, and acted upon personally by a prin¬ 
cipal Examiner, who himself was a graduate from 
the U. S. Navy Academy, and who had served in 
the Navy for two years immediately after gradu¬ 
ation, and subsequently served again afloat in the 
Navy during the Spanish War. (See infra.) 

The file wrapper and contents (Plaintiff’s Exhibit 
M, Rec. 184-194) show that the first official action 
by that Examiner on the applicant’s right to make 
the claims was as follows: 

“ Claims 1, 2, 3, 4 and 6 are allowed. 

Claim 5 is rejected as not defining over a 
device illustrated and described in the Scien¬ 
tific American dated October 28, 1911. See 
page 388'’ (Rec. 196). 




Thus, the first and only official action on the merits 
of the claims held that all three claims now in suit 
should he granted . j 

In that action, the Examiner rejected one of th6 
six claims originally presented, then numbered 5* 
which reads as follows: 

] 

“5. In combination with an airship a torf 
pedo, chocks for said torpedo below said ship, 
a strap for retaining said torpedo in sai<i 
checks, a latch for said torpedo, and a manuf 

ally controlled lever for releasing said latch. 7 

j 

This claim was not directed to the method showi 
in Claims 1 and 2 and obviously differs in many 
details from Claim 3 (in suit), which reads as fol¬ 
lows : 

i 

4 ‘3. In combination with 
an air-ship 

a torpedo of the self-propelled submarine 
type, having an externally-controllable 
device for starting the propelling mech¬ 
anism of said torpedo, j 

means for retaining said torpedo belo\^ r 
said ship, and on said ship, 
means for operating said starting device, 
and 

means for releasing said 
means.” 

This rejected claim, however, was fairly readable 
on the prior art, relating to dropping bombs, 4 s 
shown in the single reference cited by the Examiner, 
which was entitled Apparatus for Dropping Bombs 
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from Flying Machines (liec. 196; Plaintiff’s Exhibit 
X; Rec. 195). 

This claim was thereupon cancelled by the appli¬ 
cant’s attorney, and the patent thereafter issued in 
due course. 

The suggestion, therefore, frequently made by 
defendant’s counsel, that the Fiske invention, as 
defined by the claims now in suit , was ever rejected 
on this or any other reference, is misleading, to say 
the least. 

An attempt was made by defendant’s counsel to 
show from the Official Gazette of April, 1912, that, 
for reasons not shown in the record, the case was 
especially expedited in the U. S. Patent Office; but 
tin* testimony showed that that division was unusu- 
ally well advanced in its work at that time, and there 
is not one scintilla of evidence that the Examiner 
acted in any way but carefully and conscientiously 
in the performance of his duties as a principal 
Examiner in charge of a very important division of 
the U. S. Patent Office. 

Incidentally, the patent itself was signed by a for¬ 
mer naval officer, Assistant Commissioner Billings, 
then acting as Commissioner of Patents. 

The application having been duly examined by a 
careful and competent Examiner, specially selected 
to take charge of that division of the U. S. Patent 
Office, the following citations appear pertinent: 

In Deming Wire and Fence Co. vs. American 
Steel Wire Co., 169 Fed. 793, at 799, the Court of 
Appeals for the Eighth Circuit said: 

“A patent is a contract between the govern¬ 
ment and the patentee, whereby the latter is 


9 


I 

i 

i 

i 

i 

! 

! 


granted the exclusive rights to make, use and 
vend his invention for a specified time, after 
which such right is to inure to the benefit of 
the public. Seymour vs. Osborne, 11 Wall. 
516-533, 20 L. Ed. 33. And the rule for thje 
construction of contracts generally controls 
in its interpretation, and when its terms arjc 
plain and the intention of the parties clearly 
manifest therefrom, they must prevail.” 

i 

This contract made by the government officials 
in the U. S. Patent Office, appointed to consider the 
rights of the public, we urge, should a fortiori be 
respected by other officers of the government, who 
were not appointed to pass upon such contracts, but 
were employed to provide munitions of war material 
for the Government. 

i 

| 

m. 

I 

i 

Rights of Officers in Their Inventions as Against j 

the Government. 

i 

As the main point of this appeal appears to be the 
law as to the rights of government officers in their 
invention, rather than the special facts as to infringe¬ 
ment, damages, etc., decided by the Court below, we 
will consider the law points first. 

The suit was brought under Sec. 4919 of the Re¬ 
vised Statutes, which reads in part as follows: 

I 

“Sec. 2919. Damages for the infringement 
of any patent may be recovered by action bn 
the case.” i 


! 


I 
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Up to 1910, the United States could not be directly 
sued for infringement of a patent, except in the 
Court of Claims upon an express or implied contract, 
but on June 25, 1910, an act was approved entitled 
“An Act to Provide Additional Protection for Own¬ 
ers of Patents.” This Act opened the doors of the 
Court of Claims to all owners of U. S. patents, 
whether citizens of the United States, or aliens, with 
the exception noted in its closing paragraph: 


“And provided further, that the benefits of 
this act shall not inure to any patentee who, 
when lie makes such claims, is in the employ¬ 
ment or service of the Government of the 
United States, or the assignee of any such 
patentee; nor shall this act apply to any de¬ 
vice discovered or invented by such employee 
during the time of his employment or 
service.” 


This Act of June 25, 1910, was construed by Chief 
Justice White in the case of Win. Cramp and Sons 
vs. Miller Turbine Co., which was decided March 4, 
1918, and is reported in 246 U. S. 28. This decision 
was cited by the Supreme Court in the case of Mar¬ 
coni Wire & Telegraph Co. vs. Simon, reported in 
246 U. S. 46. 


This Act doubtless conferred additional protection 
to patentee 9 but it did not take away any rights that 
private property in patents previously enjoyed; in 
fact, any act of Congress that would take away pri¬ 
vate property for public use without just compensa¬ 
tion would doubtless be held as unconstitutional by 
the Courts. 


11 


I 

I 

i 

i 

! 

j 


Various acts have been passed enabling patentees 
to take out patents at Government expense, pro¬ 
vided certain rights in those patents be granted ito 
the Government, for instance, the Act of March!3, 
18S3, permitted the taking out of patents by Govern¬ 
ment officers without the payment of Government’s 
fees: 


“Provided, that the applicant in his appli¬ 
cation shall state that the invention described 
therein, if patented, may be used by the Gov¬ 
ernment, or any of its officers or employees! in 
prosecution of work for the Government, or 
by any other person in the United States, with¬ 
out the payment to him of any royalty therebn, 
which stipulation shall be included in ^he 
patent. 


? ? 


Again, in the Act approved April 30,1926, we fhid: 


i 

“The Commissioner of Patents is author¬ 
ized to grant, subject to existing law, to any 
officer, enlisted man, or employee of the Gov¬ 
ernment, except officers and employees of ihe 
Patent Office, a patent for any invention! of 
the classes mentioned in section 4886 of the 
Revised Statutes, without the payment of any 
fee when the head of the department or inde¬ 
pendent bureau certifies such invention is used 
or liable to be used in the public interest: 
Provided, that the applicant in his application 
shall state that the invention described therein, 
if patented, may be manufactured and used 
by or for the Government for governmental 
purposes without the payment to him of any 
royalty thereon, which stipulation shall be jin- 
cluded in the patent.” 

i 

j 

] 

i 
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These acts clearly imply that the Government may, 
for a consideration , secure rights in the patented in¬ 
ventions of its employees; but that it has ordinarily 
no rights whatever in those inventions. 

It may be in order to cite from a few decisions on 
this point: 

(1) The Supreme Court of the United States, 
more than 50 years ago, in the leading case of 
I'nited States vs. Burns (79 U. S. 246), laid down 
certain general rules, which no subsequent decisions 
of any responsible Court have in the slightest degree 


modified. 

This case involved a patent for the well-known 
Sibley tent, invented by an army officer. In that 
case it was urged by the War Department that the 
Government had a right to the inventions of its mili¬ 
tary officers; but the Court of Claims held otherwise; 
and the Supreme Court of the United States, in af¬ 
firming the Court of Claims, held as follows: 


“If an officer in the military service, not 
specially employed to make experiments with 
a view to suggest improvements, devises a new 
and valuable improvement in arms, tents, or 
any kind of war material, he is entitled to the 
benefit of it, and to letters patent for the im¬ 
provement from the United States, equally 
with any other citizen not engaged in such 
service; and the Government cannot, after the 
patent is issued, make use of the improvement 
any more than a private individual, without 
license of the inventor or making compensa¬ 
tion to him.” United States vs. Burns (79 
U. S. 246). 
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(2) The Circuit Court of Appeals held in Dashiell 
vs. Grosvernor et al ., 1896 C. I). 176, at 181, ^s 
follows: 


“The only restriction, as we have already 
remarked, is the constitutional requirement 
that just compensation shall be made to the 
owner for property so taken. The prop|er 
mode of proceeding in order to secure com¬ 
pensation for private property taken for pub¬ 
lic use without the consent of the owner and 
in the absence of legal action for condemna¬ 
tion has received judicial consideration, the 
Supreme Court of the United States having 
at different times plainly indicated the sanke, 
particularly in cases where the Government 
lias used an invention without the permission 
of the owner of the Letters Patent protecting 
the same (Kohl vs. U. S., 91 U. S., 367, 37l4; 
James vs. Campbell, C. D., 1882, 67; 21 0. !G. 
337; 104 II. S., 645, 656; U. S. vs. Great Falls 
Manufg. Co., 112 U. S., 645, 656; 5 Sup. <bt. 
306; Hollister vs. Benedict & B. Manufg. do., 
113 U. S., 59; 5 Sup. Ct., 717; U. S. vs. Palmbr, 
128 U. S., 262; 9 Sup. Ct., 104; also the follo'w- 
ing cases in the Court of Claims: Schillingev’s 
Case, 24 Ct. CL, 278, 298; Gills Case, 25 Ct. Cl., 
415; Berdan’s Case, 26 Ct. Cl., 48. ’ ’ j 

(3) Belknap vs. Schild, decided February 3, 1806, 
found in 161 U. S. 10, goes into this question thor¬ 
oughly. Note especially: 

i 

i 

“But the exemption of the United States 
from judicial process does not protect thOir 
officers and agents, civil or military, in time 
of peace, from being personally liable to an 
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action of tort by a private person whose rights 
of property they have wrongfully invaded or 
injured, even by authority of the United 
States (Little vs. Barreme, 2 Crunch, 169; 
Bates vs. Clark, 95 U. S., 204). Such officers 
or agents although acting under orders of the 
Cnifcd States, are therefore personally liable 
to be sued for their own infringement of a 
patent (Cammever vs. Newton, C. 1)., 1877, 
182; 11 (). G., 287; 94 U. S., 225, 235. See also, 
Feather vs. The Queen, 6 B. & S., 257, 297; 
Vavasseur vs. Krupp, 9 Ch. D., 351, 355, 
358).” 


(4) In the Equity Suit, Krupp vs. Crozier, 32 App. 
1). C. 1, this Court held that an injunction would be 
against the Chief of Ordnance of the Army, for in¬ 
fringing certain Krupp Gun patents. 

In this case the Court, speaking by Mr. Justice 
Robb, used the following language: 


“But, it is contended, in behalf of appellee, 
that because this inexcusable encroachment 
upon the rights of appellant inures to the 
benefit of the Government the courts are 
powerless to stay the wrongdoer. If such be 
the case, one department of the Government 
may without warrant or authority, and in 
direct violation of the rights of third parties 
nullify the lawful acts of another department 
of the Goverment. 

We cannot believe that in the eves of the 

•/ 

law it is anv less obnoxious for an officer of 
the Government to appropriate property for 
the benefit of the Government, under the con¬ 
ditions surrounding this case, than it would 
be to appropriate it for his own personal bene- 
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i 

i 

i 


lit. Nor do we find anything inconsistent witty, 
this proposition in either Belknap vs. Schildj, 
supra, or International Postal Supply Co. vs|. 
Bruce (194 U. S., 601). ‘ j 

If an officer, who in good faith is attempt¬ 
ing to execute the command of his superiors, 
a command issued in supposed obedience tp 
express statute, is subject to the injunctive 
process of the courts, much more ought ail 

officer to be restrained whose onlv excuse for 

•/ 

violating private rights is that he is acting 
for the benefit of the Government. 

Assuming for the purpose of this opinioty 

the truth of the allegation of infringement, it 

is apparent that unless the relief sought is 

granted, plaintiff’s patents will be valueless 

in the United States since thev are of use to 

* 

the Government alone” (App. 1). C. 32, 1). i 

i 

This case was appealed and appears in 224 U. S. 
90, as Crozicr vs. Krupp. 

In this appeal, the Supreme Court held that all under 
the circumstances an injunction would not apply, bht 
that the plaintiff might have recourse to the Court 
of Claims, under the Act of June 25, 1910. In this 
decision, the Supreme Court, referring to this Act, 
speaks of its “giving effect to tlic plain and benefi¬ 
cent purpose to furnish additional protection to 
owners of patents when their rights are inf ringed by 
the officers of the Government in the discharge of 
their official duties.” 

(6) In the case brought by General Squier ttye 
Court held in part: 

i 

4 4 Next, it is undisputed that he could have 
sought an ordinary pateut at his own expense; 

i 




I 

j 

i 


; 

i 
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lie had done so before repeatedly and nothing 
but his own preference or a sense of duty, 
wholly uninfluenced by the Act of 1883, would 
or could lead to proceeding under the statute. 
Further, had he taken out an ordinary patent, 
his rights thereunder in respect of the United 
States were clear enough under Solomons vs. 
United States, 137 U. S. 342, and Gill vs. 
United States, 160 U. S. 426, both well-known 
rulings before 1910,” Squier vs. American 
Telephone & Telegraph Co., C. C. A. (2d Ct.), 
7 Fed. (2d) 831. 

All of this is not at all inconsistent with the doc¬ 
trine of the relative rights of employer and em¬ 
ployee, as established by the U. S. Supreme Court, 
which doctrine is binding as well on government offi¬ 
cers as on employees in factories or elsewhere. 

Government counsel cites the decision of this Court 
in the Krupp vs. Crozier Case (32 App. D. C. 1), as 
to which, they state “That case was on all fours with 
the present suit” (D. B. 94). 

Defendant’s counsel endeavors to explain away 
that suit in pages 94-98 and elsewhere in their brief, 
by holding that the Supreme Court’s decision in that 
appeal, 224 U. S. 90, and the Richmond Screw An¬ 
chor suit (275 U. S. 331) were conclusive in denying 
plaintiff’s rights in the instant case. 

To this we can hardly agree, as the Richmond 
Screw Anchor suit merely held that the Government 
might assume under the Act of 1918 claims that under 
Sec. 41)19 would otherwise fall on the contractor; but 
note that in the instant case the Government was the 
contractor, and officers of the Government are espe- 
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cially prohibited under that Act from suing in the 
Court of Claims. j 

Therefore, if this statute applied to government 
officers, it would be unconstitutional, because it would 
be in direct violation of Amendment 5 of the IT. S. 
Constitution. 

Note that the Supreme Court itself had some ques¬ 
tion as to the validity of the Act of 1918, if strained 
to even a lesser point than that now urged by de¬ 
fendant’s counsel. 

Thus Chief Justice Taft stated: 


“The intention and purpose of Congress in 
the Act of 1918 was to stimulate contractors 
to furnish what was needed for the war, with¬ 
out fear of becoming liable themselves for in¬ 
fringements to inventors or the owners or as¬ 
signees of patents. The letter of the Assistant 
Secretary of the Navy, upon which the Act of 
1918 was passed, leaves no doubt that this 
was the occasion for it. To accomplish tips 
governmental purpose, Congress exercised tlje 
power to take away the right of the owner eff 
the patent to recover from the contractor for 
infringements. This is not a case of a m,erc 
declared immunity of the Government from 
liability for its own torts. It is an attempt tjo 
take away from a private citizen his lawful 
claim for damage to his property by another 
private person which but for this act he would 
have against the private wrongdoer. This re¬ 
sult, if 3477 Revised Statutes applies arid 
avoids the assignment , would seem to raise a 
serious question as to the constitutionality tyf 
the Act of 1918 under the Fifth Amendment 
to the Federal Constitution We must pre¬ 
sume that Congress in the passage of the Act 
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of .1918 intended to secure to the owner of the 
patent the exact equivalent of what it was 
taking away from him. It was taking away 
his assignable claims against the contractor 

o o 

for the latter’s infringement of his patent. 
The assignability of such claims was an im- 
port ant element in their value and a matter 
to be taken into account in providing for their 
just equivalent. If section 3477 applied, such 
equivalence was impossible. 

((>) n is our duty in the interpretation of 
Federal Statutes to reach a conclusion which 
trill avoid serious doubt of their constitution - 
ality '* (Richmond Screw Anchor Co. vs. U. S., 
331 at p. 252 C. 1). 1928). 


Surelv Government Counsel does not mean to as- 
sume that by any special Acts, Congress can take 
away property rights actually granted by the U. S. 
Government, and protected by the Constitution of 
the United States. 


If there is any law or decision to that effect, we 
have never found it. 

From the foregoing, we believe that Plaintiff has 
chosen the proper, and, in fact, 1 lie only remedy 
available under the law, by bringing this action of 
trespass on the case, against the individual 
defendants. 


IV. 

Government Alone Is Responsible. 

The conditions in this case are very remarkable in 
that the infringement complained of took place while 
there was in force a General Order No. 35 issued by 
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i 

j 

the Secretary of the Navy, which was binding upon 
all Naval Officers (McKay Rec., 107). j 

This order (Plaintiff’s Ex. R) is quoted at length in 
Rec., pp. 203-5. It will be obvious to this Court, th'c 
presumptions of law in this order are utterly wrong. 
Thus that order gives the wrong interpretation to ja 
decision of the Supreme Court of the United States 

(Rec. 204, line 5), and cites with approval a de- 

! 

cision of the Attorney General which has since been 
overruled by the Courts, viz.: 

| 

“The Armv and Navy Patent Board re- 
quested the opinion of the Judge Advocate 
General of the Army as to the interpretation 
of the wording ‘any other person in the 
United States’ of the act above. This officer, 
in an opinion dated November 30, 1918, con¬ 
cludes as follows: ‘I am, therefore, of opin¬ 
ion that the words “any other person in the 
United States” should be interpreted as 
equivalent to “any other like person in the 
United States,” that is, any other person “i|n 
the public service,” or (and 1 regard this asja 
mere paraphrase) any other person “in the 
prosecution of work for the Government. j 
A recent opinion of the Attorney General 
confirms the above” (Rec. 203). 

That order further gives an interpretation of tlje 
law, which is utterly at variance with the decisions 
of the Supreme Court of the United States, as noted 
supra in this brief. 

Another surprising statement contained in this 
general order is as follows: 
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“From 1 lie above the department considers 
that the Government has the right to manu¬ 
facture or have manufactured and use all in¬ 
ventions of officers and men in the Navy made 
while in Government service and whether pat¬ 
ented or not. This same ruling holds whether 
or not the patent contains the clause provided 
for in liie Act of .March 3,1883” (Rec. 204). 


This statement, of course, meant without compen¬ 
sation. 


However invalid in law this General Order mav 

m/ 

have been, it was still binding upon the Defendant 
Moffett, and he should and must decide under this 
order his conduct with regard to the use of any pat¬ 
ent secured by any naval officer. 

Therefore, he was acting under general orders 
when he infringed the Fiske patent. 

Again, in connection with this very case the Judge 
Advocate General of the Navy, who is the law officer 
of the Navy Department, Admiral Latimer, stated 


in reply to Admiral Fiske’s 


charge 


of infringement: 


“2. in reply 1 have to advise you that, in 
regard to the specified means of carrying out 
the method claimed the department has 

• A 

learned upon investigation that the method' 
of us and the apparatus developed and used 
by the Navy Department does not infringe 
the terms of the claims of your patent. 

J. L. Latimei;.” (Rec. 208.) 

Therefore, the Defendant Moffett not only had 
the General Order to go by, but had the special 
instructions of the Law Department of the Navy 
Department that the act complained of was not an 
infringement. 
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By what authority the Judge Advocate Generalj 
decided whether or not this was an infringement! 
does not appear in the record; but the order was' 
in force, and Admiral Moffett could not with anyj 
justification ask for the payment of a royalty when; 
he had this General Order to go by, and had a deci-j 
sion of the Law Department of the Navy Depart-! 
ment that the use of the patent was not an infringe-! 
ment. 

Therefore, all the acts up to the inception of the! 
suit were made with Government authority, and on! 
behalf of the Government. 

It is interesting to note that since the suit was\ 
decided hg Justice Stafford, General Order No. 35 ,j 
just referred to, has been officially cancelled, and d> 
new Order No. 195 has been published, dated OctoA 
bar 4, 1929, a copy of which is attached as a supple] 
merit to this brief. 

This new order gives the law as we have hitherto; 
understood it; and we believe it is entirely consistent! 
with all the points we are urging in this case. 

Since this suit was begun, the Government has 
intervened, as will appear from page 5 of the record] 
where Assistant Attorney General Galloway, U. Si 
Attorney Gordon, U. S. Assistant Attorney Rover] 
Assistant U. S. Attorney Burkinshaw, and Mr. Hi 
0. Workman appeared on behalf of the Government] 

Again defendant’s brief herein bears the name*} 
of three Government counsel, and the transcript of 
record was, we understand, printed at the Govern! 
ment Printing Office. 

The case has been contested on behalf of the Govl 

| 

ernment at great and needless expense to the Appel! 
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lee, and the transcript of record herein is a striking 
example of the needless expense incurred in the 
prosecution of the suit. 

From every standpoint, therefore, it will appear 
that the Government alone was responsible for the 
infringing acts complained of, and that any award 
made against the Defendant Moffett, would, as in 
many other cases, be assumed by the Government 
and paid by the Government as part of the expenses 
of supplying war material to the Navy Department. 

The award in itself is not apparently a large one 
compared with the many millions spent by the Gov¬ 
ernment for aerial warfare. 

(3) Alleged Shop Bight in Government . 

Defendant’s Counsel urges that the Government 
has a shop right in the Fiske invention. When the 
patent in suit issued, July 1(5,1912, the United States 
Government, through its properly constituted offi¬ 
cers, issued a grant reading in part as follows: 

“Whereas upon due examination made the 
said Claimant is adjudged to be justly entitled 
to a patent under the Law.” 

“Now, therefore, these Letteus Patent are 
to grant unto the said Bradley A. Fiske, his 
heirs or assigns for the term of Seventeen 
years from the sixteenth day of July, one 
thousand nine hundred and livedve, the exclu¬ 
sive right to make, use and vend the said 
invention throughout the United States and 
the Territories thereof.” (Plaintiff’s Ex¬ 
hibit A.) 


I 
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After July 16, 1912, and until July 16, 1929, the 
monopoly so granted was liis exclusive property, 
to do with as he would. lie did not authorize oir 

j 

direct the Government to invade the monopoly 
granted by the Government itself; but the Goverif- 
ment did invade that monopoly, did hold that grant 
void, and did refuse.either to acknowledge the bene¬ 
fit to itself or the public of the Fiske invention, did 
refuse to pay him one cent for it, and did force him 
lo bring this suit for vindication of his claims, and 
for redress of the wrong done him. 

How such conduct on the part of the Government 
can give to it “the usual shop right;' as suggested 
in the motion, or any right at all , we are a loss to 
imagine! 

Granted that, as was to be expected, when tlje 
Government unlawfully invaded the Fiske monopoly, 
it made numerous changes for the better in varioits 
parts thereof, could that give it any rights to the 
exclusion of the patentee? 

If a pirate seizes a sailing craft, and then relijts 
her, and puts an auxiliary engine in, would that give 
the pirate any lawful right to continue to use tlijd 
craft, and deny the rights of the original owner ? I 


V. | 

j 

Award for Damages. 

The record shows that all the Government officers 
sued, including the Defendant Moffett, were repeat¬ 
edly warned of the existence of the patent, and bf 
the infringement complained of. 

! 

i 
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The stipulations also show that, while these officers 

acted solelv for the Government and received no 

•> 

pecuniary profit out of the use of the invention, they 
were responsible for the authorizing* and ordering 
of the construction and use of the torpedoplane, and 
tiie appurtenances thereof, which constituted the 
infringing acts complained of. 

'i’he record also shows that these officers, one and 
all, refused to acknowledge the validity of the pat¬ 
en i, or to compensate the patentee ill any way for 
the invasion of his rights under the patent. 

In cases where wrong has been inflicted upon the 
patentee by the infringement of his patent, and there 
is no established rule for the measurement of dam¬ 
ages, the Courts have repeatedly taken upon them¬ 
selves to determine what, under all the circumstances 
of the case, is a reasonable royalty, which should 
have been paid the patentee, and to make their award 
accordingly. 

We can best explain this doctrine of a reasonable 
royalty by quoting from the decisions of the Courts. 

Tn the case of K. W. Ignition Co. et al. vs. Temco 
Electric Co., 283 Fed. 973, the Circuit Court of Ap¬ 
peals, for the Sixth Circuit, held in part as follows: 

“The fact that plaintiff has granted no 
licenses and fixed no royalty does not preclude 
resort to the reasonable royalty basis. Do- 
wagiac Co. vs. Minnesota Co., supra (235 U. 
S. 650); Malleable Irong Range Co. vs. Lee 
; (C. C. A. 7), 263 Fed. 896, 898. Tn our opinion 

the lack of express testimony as to the amount 
of reasonable royalty does not preclude us 
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from considering that subject. Malleable Irbn 
Range Co. vs. Lee (C. C. A. 7), 263 Fed. 901, 

i 

This decision (K. IV. Ignition Co.) discusses at 
length what is the doctrine of a reasonable royalty; 
and on page 879 it gives reasons why $2 for each sbt 
of shock absorbers would be a reasonable royalty; 
and that this was about 23 1 /> per cent of the selling 
price. 

In that case, not only was this royalty of $2 p^r 
set allowed on more than 67,000 sets, but also in 
additional award of $100,000 was added by the Coart 
because of the unfair methods of defendant (p. 881[). 

This case refers to Dowagiac Co. vs. Minnesdta 
Co., 235 U. S. 650, and cases cited, and Bullock Co. 
vs. Westinghouse Co. (C. C. A. 6), 129 Fed. 105. 

The Dowagiac Company’s case has been often 
cited with approval. For instance, see 23 Fed. (2nd) 
438, Egry Register Co. vs. Standard Register Cd.; 
note especially at page 442 the following: 

“The plaintiff having suffered a plain in¬ 
jury, and not having been able to make satis¬ 
factory proof of damages, and not being enti¬ 
tled to all the defendant’s profits, and riot 
being able to make an intelligent apportion¬ 
ment, we find here a clear instance of tljat 
class or cases discussed in 1J. S. vs. Frumen- 
tum Co. vs. Iauholf (C. C. A.), 216 F. 610, 
615, where the award of a reasonable royalty 
is the only solution of the difficulty. This l^as 
been sanctioned by the Supreme Court, and 
we have several times applied it. Dowagiac 
vs. Minnesota, supra; K. W. Co. vs. Temco, 
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283 F. 873, 878; Fox vs. Underwood, 287 F. 
453, 454; Gear Co. vs. Studebaker Co., 4 F. 
(2d) 510; National Tube Co. vs. Mark, 10 F. 
(2d) 430, 432. 


7 7 


In a recent decision handed down by Judge Deni¬ 
son of the Circuit Court of Appeals, Sixth Circuit, 
\Y. S. Goodwin Co. vs. International Steel Tie Co., 
20 Fed. (2d) 470, the Court held in part: 


“5. The District Court, finding that the 
plaintiff failed in this way to show either 
profits or damages, but that defendant had 
taken the invention and ought to pay for it, 
adopted the theorv of reasonable rovaltv and 
fixed the amount at 10 per cent of defendant's 
selling price. This was done in a manner that 
is called arbitrarv; but this court has done it 
in substantial!v the same wav, in order to end 
litigation and in cases where, at best, there 
could be nothing but an estimate. Clark vs. 
Schieble.” 

A late decision on this point of what constitutes 
a reasonable royalty in a patent infringement suit 
is Standard Mailing Machine Co . vs. Postage Meter 
Co., in which District Judge Brewster held in part 
as follows: 


“ (7) The general rule seems to be well set¬ 
tled that, where the court has declared a pat¬ 
ent valid and infringed and the plaintiff's 
exclusive right has been invaded, the normal 
measure of damages is the value of what was 
taken. Dowagiac Mfg. Co. vs. Minnesota 
Moline Plow Co., supra; Walker on Patents 
(5tli Ed.) § 566a. 
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Being unable to show these damages meas¬ 
ured by lost sales, or lost royalties, the cqurt 
may properly award damages measured by a 
reasonable royalty. Hunt Bros. Fruit-Pack¬ 
ing Co. vs. Cassiday (C. C. A.), 64 F. 585.” 
(31 F. (2d) 459, at page 462.) j 

, j 

“(C. 0. A.) 248 F. 283; K. W. Ignition ICo. 
vs. Temeo (C. C. A.), 283 F. 873; National 
Co. vs. Mark (C. C. A.), 10 F. (2d) 430, |432. 
There is no sufficient basis for revising;the 

o j 

discretion of the district Judge in fixing! the 
amount” (at 478). 

* # * * * # ! * 

“We consider that the reasonable rovjalty 
found bv the District Court should be doubled 
by the way of increased damages on account 
of this willful infringement” (at 478). j 

i 

! 

Tn considering this question of a fair royalty in 
the instant case, it might be well to cite some otf the 
earlier cases, as follows: 

(1) United States vs. Burns, the Sibley Tent Case 
(4 C. Cls 113), U. S. Patent No. 14,740, April 22, 
1856. ! 

Tn this case the Court of Claims approved a roy¬ 
alty of $5 for each of 40,497 tents covered by the! pat¬ 
ent granted to Major Sibley of the Army. 

The award was for $101,242.50, this for a j half 
interest only in the total royalty accruing. Thi^ de¬ 
cision was affirmed by the U. S. Supreme Court in 
United States vs. Burns, 12 Wallace 246. j 

The conical tents used in the army and cohered 
by the patent probably cost about $40 each, or not 
over $50, so that this award was at least 10 per 
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cent of the cost of the tent. The invention was 
not a pioneer one. 

(2) Me Keene r vs. United States (14 C. Cls.). 

hi this case two patents, Nos. 139,846 and 139,847, 
dated dune 10, 1873, for a cartridge box invented by 
an Army officer, were involved; and in this case 20 
per rent of the selling price was considered a fair 
ro/ialfp. The Supreme Court of the hinted States 
affirmed this decision, but without giving any 
opinion. 

In tins case, the question of what constitutes a 
fair! royalty is discussed at length. We will quote 
parts of this decision of the Court of Claims, which 
appear to apply to the instant case: 


“It appears (1) that the manufacturer’s price 
of the article, apart from royalty, is about 
81.-b per box; (2) that 20 per cent of the 
manufacturer's selling price is ordinarily con¬ 
sidered by manufacturers and patentees as a 
fair royalty.’’’ 

In this case, the Court further laid down the rule 
as to the rate of damages in patent cases as follows: 


“The rate of damages in patent cases may 
now be said to be generally (1) that the plain¬ 
tiff’ may recover in equity the profits which the 
infringer has made from the use of the inven¬ 
tion, or (2) that he may recover at law the 
profits which he, the plaintiff, has lost by rea¬ 
son of the defendant’s infringement ; and that 
these profits lost, where it can properly be 
done, will be regarded as simply the fee which 
would have been charged if the infringer had 
procured a license.” 
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The Court of Claims in this ease cited certain de¬ 
cisions of the U. S. Supreme Court to the effect that 

l 

llic damage to the patentee is: 


“The loss to the patentee or owner by tlie 
piracy instead of the purchase of the use <j>f 
the invention; that the patentee may sue at 
law for damages for which he lias sustained; 
and these damages he is entitled to recover 
whether the defendant has made any profits 
or not. in such an action it is precisely what 
is lost to the plaintiff, and not what defendant 
has gained, which is the legal measure or the 
damages to be awarded." 

i 

(3) Berdan Firearms Manufacturing Co. vs. 

I ’nl ted States (25 C. Cls. 835). ! 

The Berdan Firearms Case involved certain pat¬ 
ents relating to firearms, Nos. 51,991, 52,925, and 
more especially 88,436. These patents all related jto 
mere improvements. In that case, the Court |of 
claims held that 5 per cent of the lowest cost of! a 
small arm would be fair compensation under pateijts 
which were not broad gauge at all, and in that cajse 
the award made by the Court was $95,004.86. 

i 

i 

(4) DeBan(je Gas Check Case (Societc Anonyitie 

Call vs. United States , 4 C. Cls. 25). j 

The DeBange Gas Check for Cannon was a cokn- 
paratively simple invention disclosed in the patent 
No. 301,220, of July 1, 1S84. j 

Tn this case, the Court of Claims made an awgrd 
of $136,000, which was affirmed by the United States 
Supreme Court in a lengthy decision (224 U. j S. 
309-330). 


j 

i 
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The gas check was in the nature of a check valve to 
prevent the escape of gases backwards in cannon, 
when the piece was fired, and was a very small part 
of the gun. 


(5) Grosvenor et al. vs. Dashicll (62 Fed. 584). 

This case involved a patent granted to Lt. Samuel 
Seabury, U. S. Navy, for improvements in Breech 
Loading Cannon, No. 425,584, granted April 15,1890. 
Defendant, himself a Navy Officer, attempted to jus¬ 
tify under his own patent, No. 468,331, granted Feb¬ 
ruary 9, 189 , for similar subject matter. 

In this decision, the U. S. Circuit Court refers to 
the amount of the rovaltv, contracted for bv the Bu- 
reau of Ordnance to be paid the defendant, then a 
Naval Officer, and now dead, $125 per gun. 

In that decision (p. 587), the following language 
occurs: 


“The Government cannot itself lawfully 
use a patented invention without permission 
of the patentee, and any one who procures 
such an act to be done, or adopts or accepts its 
benefits when done, is guilty of infringement” 
(3 Rob. Rat., p. 897; Id. p. 910; James V. 
Campbell, 104 U. S. 357). 

(6) Barber Asphalt Paving Company vs. Stand¬ 
ard Asphalt and Rubber Company (30 Fed. 2d. 
281). 

This case involves the Culmcr patents, Nos. 
635,429 and 635,430, both relating to asphaltic fluxes 
and both dated October 24, 1899. 
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In tliis case, the U. S. District Court awarded 
$650,044.83, with interest added, for infringement of 
the two patents; and for reasons set out in its de¬ 
cision, the IT. S. Circuit Court of Appeals reduced 
this award to $310,475.76, with interest. 

The record in the instant case shows (R. 83-84!) 
that Ralph C. Browne supplied the Bureau of Ord¬ 
nance with an idea, or a ‘‘principle,” in connection 
with the firing of submerged guns; which, after 
collaboration with certain Noval Officers of the Bu¬ 
reau of Ordnance, and after experimentation anjd 
changes, proved adaptable for use in submarine 
mines (R. S3), and that this idea or principle 

i 

“was embodied in one small feature of thje 
mine, the firing mechanism” (Earle, Rec. 84), 


and as so embodied, was used in the North Sea 
barrage during the World War. 

Admiral Earle further testified that said Browne, 
for furnishing this idea , was paid a royalty <j)f 
“amund 4% of the cost" on the eighty-odd thou¬ 
sand mines used, and that the total amount of roy¬ 
alty actually paid him by the Government, up to tljie 
time when Admiral Earle left the Bureau of Ord¬ 
nance, had reached the sum of $280,000, as nearly as 
the witness could recall (Earle, Rec. 84). 

From the foregoing, it will be seen that royalties 
in large sums have been awarded by the Courts, or 
contracted for by the Government, and that percent¬ 
ages varying from 4 and 5, to 10, 20 and even 23*4 
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per cent of the selling price of the patented device 

were held to be reasonable royalties. 

%/ 

In the instant case the award was about 2 y> per 
cent of the cost of the torpedoplanes, not considering 
also the value of the two torpedoes for each plane, 
the allowance, therefor, at $10,000 for each torpedo. 

We, further, ask this award of the lower Court he 
inn-eased by this Court, to include punitive damages 
as allowed by the Statute for the willful and con¬ 
tinued infringement complained of. 

Va. 


Alleged Want of Proof of Damages. 


Defendant’s Counsel refers frequently in his brief 
to the lack of evidence offered bv Plaintiff’s wit- 
nesses as to extent of infringement and damages. It 
seems needless to add that most of the evidence of¬ 
fered in behalf of Plaintiff came from the stipula¬ 
tions filed at the beginning of the suit and from De¬ 
fendant’s witnesses themselves. For instance, note 
the detailed table of the number and costs of torpedo- 
planes (Rec. 10), the fact that Admiral McVay tes¬ 
tified that automobile torpedoes cost about $10,000 
each, that Defendant’s witness Johnson testified as 
to the cost of strengthening of plane $280 (Rec. 147), 
and Defendant’s witness Carson as to strengthen¬ 
ing torpedoes (Rec. 144). 



VI. 


Why Was Defendant Moffett Only Held to 

Infringe? 

Objection lias been made to the fact that in a spe¬ 
cial verdict, the Court assessed all the damages in 
the case against a single defendant, Rear Admiral 
Moffett, instead <>1* against all four of the defendants. 

At a hearing in chambers before Judge Stafford, 
the question came up as to how the award should be 
made, and it was brought out that practically all of 
the infringement complained of was under the ad¬ 
ministration of Rear Admiral Moffett, who was in 
charge of the Bureau of Aeronautics, while Secre¬ 
tary Wilbur had gone out of office, and Admirals Mc- 
Vay and Bloch had been away at sea during a large 
part of the time of the infringement. 

As the suit was brought against all four defend¬ 
ants jointly and severally, and as the defendant Mof¬ 
fett had been the head of the Bureau of Aeronautics 
during the period referred to by the Court below, it 
was elected to dismiss the suit as to the other de¬ 
fendants, and the Judge rendered a special verdict 
against the defendant Moffett. 

The record on this point shows that the amended 
declaration contains the following statements: 


“3. The foregoing defendants are sued in 
this action individually, and severally, incit¬ 
ing, controlling, directing and managing the 
designing, making, and using all the improve- 
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merits in torpedo planes, hereinafter men¬ 
tioned, constituting the infringement com¬ 
plained of—to-\vit, a plea of trespass on the 
case (Kec. 1). 

(8) Plaintiff, personally, and in writing and 
also by his attorney, has repeatedly during the 
past six years given notice to each and all of 
said defendants of the infringement com¬ 
plained of, and of his rights in the premises, 
but his rights have all been denied by the 
defendants. 

(9) Yet, the defendants did jointly and 
severally make, use and cause to be made and 
used, numerous torpedoplanes, which con¬ 
tained and employed substantially the inven¬ 
tion described in said letters patent, and par¬ 
ticularly pointed out in claims 1, 2, 3, and 5 
thereof, in infringement of the said exclusive 
rights of the plaintiff as secured to him by the 
letters patent aforesaid” (Kec. 2 and 3). 

Thereafter a plea in bar to the jurisdiction was 
filed October 31, 1928, by the defendants jointly and 
sever all ij (Kec., page 5). 

Furthermore, in a general stipulation filed May 
13, 1929, it was agreed as follows: 

i “_(4) It is further stipulated and agreed 

that defendant, William A. Moffett, was, 

from July 25, 1921, Chief of the Bureau of 

Aeronautics of the United States Navv De- 

%> 

partment, and has continued as such to the 
date hereof: and as such Chief of Aeronautics 
it was his official duty, subject to recommenda¬ 
tions and approval of the General Board of 
the Navy Department and Secretary of the 
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Navy, to direct and provide for the making!, 
construction, procurement, and installation of 
aircraft, including aeroplanes, and, in coni- 
junction and cooperation with the Bureau of 
Ordnance, to procure and provide means, eonj- 
structions, devices, and apparatus for attach¬ 
ing automobile torpedoes and other explosivfe 


armament to areoplanes and for releasing an<| 
launching the same therefrom” (Hoc. 8). 


1 


Again, in a special stipulation tiled with regard to 
the Moffet testimony, also filed May 13, 1929, the 
following language occurred: 

i 

j 

“Stipulation as to Moffett testimony 

I 

Filed May 13, 1929 j 

It is hereby stipulated and agreed by and 
between counsel in the above-entitled cause 
that Admiral Moffett, one of the defendants 
herein, has been the Chief of the Bureau c^f 
Aeronautics since its inception in 1921 down 
to the present time, and that he lias been ap¬ 
pointed to that position for another term <jf 
four years; that previous to the organization 
of the bureau referred to he was keenly inter¬ 
ested in both the theory and practice of aero¬ 
nautics; that as Chief of the Bureau of Aero¬ 
nautics it has been a part of his duty to pads 
upon, approve, and order the installation Of 
appliances deemed desirable to improve the 
efficiency of or the results secured from aero¬ 
planes; that, following such duties as Chiif 
of the Bureau of Aeronautics, he approved tlje 
design and instructed the installation of ap¬ 
paratus for transporting and delivering tor- 

j 

i 
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pedoes 1‘rom torpedoplanes as used in the 
naval service; that lie was aware of the Fiske 
patent, and that the existence of that patent 
had been brought to his attention a number 
of times prior to the institution of this suit by 
Admiral Fiske, his attorney, and possibly 
others” (Rec. 9). 

Finally the Court below held: 


“The court finds and holds that the defend¬ 
ants herein were the Government officers re¬ 
sponsible for the manufacture and use on be¬ 
half of the Government of the infringing 
appa rat us. 

The court finds and holds that the defend¬ 
ants by authorizing and ordering the manu¬ 
facture and use of the infringing articles 
made use of private property, to-wit, said in¬ 
vention as covered by claims one, two, and 
three of the patent for public use without com¬ 
pensation to the plaintiff. 

The court finds and holds that defendant 
Moffett was thus responsible for the period 
from July 2f), 1921, to the commencement of 
this action; that the other defendants were 
responsible jointly with him for other periods 
included within that period. In this situation 
the plaintiff has elected to enter a voluntary 
non-suit as to all the defendants except the 
defendant Moffett and the same will be entered 
in the minutes of the court. 

The court finds and holds that for such in¬ 
fringement the defendant Moffett is liable to 
the plaintiff for the amount of damages sus¬ 
tained by him and that in the circumstances 
the only practical measure of damages is a 
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fair and reasonable royalty sucli as the court 
finds the United States would have been 
willing to pay and would have paid the plainf 
till had it not been for the wrongul acts of the 
defendant complained of. The United States 
was the only possible purchaser and the plain! 
tiff had it not been for the wrongful acts of th4 
lo sell his property, or tiie use thereof, to the 
United States by the wrongful acts of the del 
i'endant in appropriating those rights to the 
use of the United States without the plain! 
tiff’s permission and without compensation to 
him” (Rec. 11). 


While the award against Defendant Moffett of 
$198,500, plus interest, may be a stupendous one as 
against a Naval Officer like the defendant Moffett^ 
it must be remembered that lie was acting on be! 
half of the Government throughout, and that this 

• j 

a very small item as compared to the many millions 
of dollars spent by the Government on airplane^ 
during Admiral Moffett’s tenure of office as Chief of 
the Bureau of Aeronautics. 

In requesting an award from the Court below we 
urged: 

j 

“(18) It is respectfully suggested that the 
award should be made for substantial dami- 
ages to deter other officers of the Government 
in the future from trespassing on the rights 
of patentees, as set out herein; for the grant¬ 
ing of nominal damages only would condone 
the pernicious doctrine set out in General Or¬ 
der 35 , and would encourage the Government 
to continue to disregard the rights of its emy 


i 

i 

j 
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ployees in their inventions as was done 
li erein.’ ’ 


VIII. 

Questions of Fact. 

As we understand tlie situation, the question of law 
only can he carried up on this appeal, and such ques¬ 
tions of fact as the pertinency of the prior art and 
the validity and infringement of the patent, we be¬ 
lieve, have no proper place in this brief, but out of 
an abundance of precaution, and in reply to Defend¬ 
ant \s brief, we will endeavor to set out briefly the 
views of Plaintiff in this connection. 

'Unfortunately, most of the published records have 
been on the Equity side of the Court, where the rules 
of practice on appeal are essentially different from 
those on the law side of the Court, like the instant 
case, and we believe that many questions of fact are 
neodlesslv brought into the case by Defendant’s 
counsel, but out of an abundance of precaution and 
under all the circumstances of the case, we will en¬ 
deavor to reply briefly to these points urged by De¬ 
fendant's counsel. 


IX. 

(1) Validity of Patent. 

The presumption that a patent granted by the duly 
constituted authorities of the U. S. Patent Office is 
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valid, and can onlv be overthrown bv sufficient evi- 
dence to the contrary, has been repeatedly sustained 
by the Courts, and we contend there is no such eyi- 

i 

dence in this case. i 

i 

The case of Consolidated Contract Co. vs. Hassapi 
Paving Co., 227 Fed. 430, decided by the Circuit 
Court of Appeals for the Ninth Circuit, appears to 
be especially pertinent. In this case two patents 
were involved, one for an art, method or process, like 
the Fiske claims 1 and 2, and the other involving 
structure, as in the Fiske claim 3. j 

In this case, Judge Morrow, speaking for the 
Court, held as follows: 

‘‘(3) We reach this conclusion without Re¬ 
sorting to the well-known rule that the burden 
of proof is upon the defendant to establish the 
defense that the patent is void for the wantjof 
invention or discovers. The grant of the Let- 
tors Patent is prima facie evidence that tj'he 
patentee is the first inventor of the device, jor 
discoverer of the art or process described jin 
the Letters Patent, and its novelty (Smith ys. 
Goodyear Dental Vulcanite Co., 93 U. S. 4&6, 
489, 23 L. Ed. 952; Lehnbeutcr vs. Holthaiis, 
105 U. S. 94, 96, 26 L. Ed. 939; San Francisco 
Cornice Co. vs. Beyrle, 195 Fed. 516, 518, 115 
C. C. A. 426). But there is a more exacting 
rule, that might be applied in this case, which 
holds that, not only is the harder of proof to 
make this defense upon the party setting it 
up, but that every reasonable doubt shallj be 
resolved against him (Coffin vs. Ogden,j 18 
Wall. 120,124, 21 L. Ed. 821; Cantrel vs. Wal- 


i 


i 

i 


i 

i 
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lick, 117 U. S. (589, 695, 6 Sup. Ct. 970, 29 L. 
Ed. 1017; San Francisco Cornice Co. vs. 
Beyrle, supra). In the lirst of these cases, 
which was a suit for infringement, the defense 
was a prior invention, and in respect to this 
defense the Court observed: 

‘The invention or discovery relied upon 
as a defense must have been complete, and 
capable of producing the result sought to be 
accomplished; and this must be shown by 
the defendant. The burden of proof rests 
upon him, and every reasonable doubt 
should be resolved against him.’ ” 


See also San Francisco Cornice Co. vs. Vevrle, 195 

♦ 7 

Fed. 516, at 518, in which the Court held in part as 
follows: 


“ (1) With respect to the first defense (void 
for lack of invention), the rule is that the bur¬ 
den of proof is upon the defendant to estab¬ 
lish this defense, for the grant of letters pat¬ 
ent is prim a fade evidence that the patentee 
is the first inventor of the device, or the dis¬ 
coverer of the art or process, described in the 
letters patent and of its novelty” (Smith vs. 
Goodyear Dental Vulcanite Co., 93 U. S. 486, 
489, 23 L. Ed. 952; Lehnbeuter v. Holtkaus, 
105 U. S. 94, 96, 26 L. Ed. 939). 

See also the leading case of Turrill vs. Railroad 
Co., decided in 1863, in which Justice Clifford, 
speaking for the Supreme Court, held in part: 
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“ Patents for inventions are not to he 
treated as mere monopolies, and, therefore, 
• idious in the eyes of the law; but they are to 
receive a liberal construction, and under tl}e 
fair application of the rule, ut res magic valeat 
quam per eat, are, if practicable, to be so inter¬ 
preted as to uphold and not to destroy the 
right of the inventor” (1 Wallace 491). ; 


The same doctrine was laid down in an earlier 


Supreme Court case, Kendall vs. Winsor, 21 Howard 
322. 

See also the decision of the U. S. Supreme Court 
in the case of Seymour vs. Osborne, 11 Wallace, 538; 
and Walker on Patents (5th Ed., pp. 186-7). j 

In the instant case, we respectfully urge that the 
case is altogether free from doubt; but that as wi ( th 
most pioneer inventions constituting the first step 
in any art, invention after the fact may appear to he 
quite obvious to everyone, including both the inven¬ 
tor himself, and the entire public. 


(a) Invention Not Obvious. 


The fact that nearly all successful inventions ap¬ 
pear to be obvious after the fact has been repeatedly 
passed upon by the Courts, but as Defendants urge 
so strongly that the Fiske invention is merely one 
of the steps that obviously follows from the birth; of 
a new art, we will go into this point carefully, quot¬ 
ing from a few only of the many pertinent decisions. 

It is respectfully suggested that the Court look at 
this patent in Hie light of conditions not in 1922, 
about which Defendant’s witnesses testified, but in 

I 
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1912, when the Fiske application was filed. Achieve¬ 
ments which seem perfectly obvious now after they 
hare bent accomplished were not obvious then. 

On this point there are a number of authorities 
sustaining our contention and from which we will 
very briefly as follows: 

“Many things appear easy after they have 
ben explained, and doubtless many a man has 
wondered why lie failed to think of some ap¬ 
parently simple device or improvement that 
yielded a fortune to the one who did and revo- 
lutioned an industry. The simple fact is that 
the average person sees things as they are, 
and he who has originality of vision, enabling 
him to visualize defectc and the means of 
overcoming them, should receive adequate re¬ 
ward,*’ (A A. 1). C. in re: Huff, 48 App. 1). C. 
258. 

Again the V. S. Supreme Court held: 

“Knowledge after the event is always easy, 
and problems once solved present no diffi¬ 
culties—indeed, may be represented as never 
having had any—and expert witnesses may be 

I brought forward to show that the new thing 

which seemed to have eluded the search of the 

word was alwavs ready at hand and easv to be 

seen bv a merelv skillful attention. But the 
•' * 

law has other tests of the invention than 
subtle conjectures of what might have been 
seen and vet was not. It regards a change as 
evidence of novelty; the acceptance and utility 
of change as a further evidence, even as dem¬ 
onstration. In its narrow and humble form it 
may not excite our wonder, as may the 
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broader or pretentious form, but it has ias 
firm a right to protection.’* Diamond Rubber 
Co. vs. Consol. Tire Co., 220 U. S. 428, at puge 
435 (affirming decree, Circuit Court of Ap¬ 
peals for the Second Circuit, 162 F. 892). j 

i 

This case was cited in Buck vs. A. L. Nams Scjns 
(22 Fed. (2d) 663, at 695), in which the Court also 
refers to the U. S. Supreme Court decision in Pofts 
vs. Creager, as follows: I 


“And this is not the less true if, after ^he 
thing has been done, it appears to the ordinary 
mind so simple as to excite wonder that it 
was not thought of before. The apparent 
simplicty of a new device often leads an inex¬ 
perienced person to think that it would have 
occurred to any one familiar with the sub¬ 
ject; but the decisive answer is that, With 
dozens and perhaps hundreds of others labor¬ 
ing in the same field, it had never occurred to 
anyone before. The practiced eye of an ordi¬ 
nary mechanic may be safely trusted to Isee 
what ought to be apparent to every one.” ! 


Again in United States Industrial Chemical jCo. 
vs. Theroz Co., 25 Fed. (2d) 387, the Court said in 
part (at 391); j 


“Its simplicity should not blind us as toj its 
character. Many things, and the patent law 
abounds in illustrations, seem obvious after 
they have been done, and, ‘in the light of the 
accomplished result,’ it is often a matter of 
wonder how they so long ‘eluded the search of 
the discoverer and set at defiance the specu¬ 
lations of inventive genius’ (Pearl vs. Oeean 
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Mills, Fed. Cas. No. 10,876, 11 Off. Gaz. 2). 

Knowledge after the event is always easy, and 

problems once solved present no difficulties, 

indeed, may be represented as never having 

had any, and expert witnesses may be brought 

forward to show that the new thing which 

; seemed to have eluded the search of the world 

was always readv at hand and easy to be seen 

bv a merely skillful attention .■' 

* %/ 


Again in Frick Co. vs. Lindsay (27 Fed. (2) 59 at 
61) the Court said in part: 


I 


4 ‘Knowledge after the event is always easv; 
but, as said by Mr. Justice McKenna in the 
Grant Tire Case, ‘the law has other tests of 
the invention than subtle conjectures of what 
might have been seen and was not. It re¬ 


gards a change as evidence of novelty; the 
acceptance and utility of change as a further 
evidence, even as demonstration. ’ Diamond 
Rubber Co. vs. Consol. Tire Co., 220 U. S. 428, 
435, 31 S. Ct. 444, 447 (55 L. Ed. 527); U. S. 
Industrial Chemical Co. et al. vs. Theroz Co. 
(C. C. A. 4th) 25 F. (2d) 387. And if there 
be doubt as to whether the device should be 
treated as an invention, or as a mere mechan¬ 
ical improvement, this doubt should be re¬ 
solved in favor of the validity of the patent in 
view of the fact that it tilled a recognized need 
in the industrv, that it came immediately into 
extensive use, and that the Patent Office has 
issued a patent covering it. The Barbed Wire 
Patent, 143 IT. S. 275 V’ 


Note also the able and elaborate opinion in Jensen- 
Salisbury Laboratories vs. Salt Lake Stamp Co., 28 
Fed (2d) 99, in which the Court said: 
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44 The very simplicity of Hennefer’s accom¬ 
plishment creates at first an impression thht 
Ilennefer’s improvement involved mechanical 
skill, rather than invention, but simplicity 
alone is not a reliable test (citing Diamond 
Rubber Co. vs. Consol. Tire Co., 220 U. S. 428, 
434). ; 

In New York Scaffolding Co. vs. Whitney, 
224 F. 452, 457, this Court, through Jud£e 
Sanborn, speaking of patentable novelty, has 
this to say: 

1 Did the combination of Henderson have 
the attribute of patentable novelty? They 
disclose simple and useful improvements. 
Their simplicity, however, is no bar to their 
patentability. “The fact that the invention 
seems simple after it is made,” says the 
Supreme Court, “does not determine the 
question.” ’ j 


In referring to the Eibel case, Eibel Procdss 
Co. vs. Minnesota, 261 U. S. 45, in Trane Co. 
vs. Nash Engineering Co., 25 F. (2d) 267, 261), 
the Circuit Court of Appeals of the First Cir¬ 
cuit savs: 


‘The Eibel Case certainly admonishes this 
court to give great weight to the practical 
results from a claimed invention; to look be¬ 
yond the paper expression to the state |of 
the art, before and after an alleged inven- 
tion which is tested in actual practice (cjit- 
ing cases). An invention is a real thinjg; 
a patent is the description of it in words 
and/or drawings. McClain vs. Ortmayhr, 
141 T T . S. 419. The description must be rea- 
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sonably adequate, in order to warn the pub¬ 
lic and competitors of tlie nature and extent 
of the monopoly claimed. But the essence 
of the matter is a new and useful reality, 
fmiiiontlv best tested and demonstrated bv 

i •• 

actual experience . 9 (At 102.)” 

The question of what constitutes invention is dis¬ 
cussed at length by the Court of Appeals, Second 
Circuit, in Kurtz ct al. vs. Belle Hat Co., Inc., 280 
Fed. 277-282, and this decision states in part as 
follows: 

“Hindsight, or wisdom after the fact, has 
always been looked upon with disfavor; eg., 
Paries Co. vs. Brown, 121 Fed. 547.” 

In this latter case the court said in part: 

“The single inquiry is: Does this constitute 
1 patentable invention? The advance seems 
simple enough. One wonders why, pending its 
adoption, twelve years went by. But the same 
wonder accompanies every step forward in 
the useful arts. The eve that sees a thing 
already embodied in mechanical form gives 
little credit to the eve that first saw it in im- 
agination. But the difference is just the dif¬ 
ference between what is common observation 
and what constitutes an act of creation. The 
one is the eye of inventive genius; the other 
of a looker on after the fact.” 

The following suggestion from the admirable work 
by that noted expert Mr. Kenwick would also clearly 
apply: 


i 
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“Section 21.— Fallibility of Opinion Formed 
After the Event. It may, however, be urgent 
by an infringer that the new change produced 
by the patentee is an obvious one, and should 
not therefore be deemed an invention, how¬ 
ever new and useful it may be. * * * To thjs 
objection it may be replied that all opinions 
expressed by witnesses in patent litigation, 
and by the Courts, as to the obviousness <j)f 
patented changes, are opinions formed aft dr 
the event, and are therefore entirely unreli- 
able, because in such cases it generally hap¬ 
pens that the change, after it has been made 
public and put into successful use, appears to 
some minds to be so simple that the wonder 
to them is it was not made before, and this 
circumstances reacts upon the mind and de¬ 
prives it of the power of judging impartially. 
Because also it is one of the common infirnju- 
ties of mankind to think (after the event) thjat 
thev could have done without effort that whifeh 
has been done bv another; and when there!is 
no real anticipation of a patented invention, 
nothing is easier to sav than that it was an 
obvious change, that there is no invention jin 
it, and that it is not such a change as Congress 
intended to protect by the patent laws.” 


In view of the foregoing, can it be wondered;at 
that the inventor himself, after citing the perplexi¬ 
ties that confronted him in making the invention 
after it had been made , frankly admitted that it then 
seemed very obvious to him? | 


Note in this connection Admiral Fiske’s testi¬ 


“The witness then said he would like to ddd 
from experience as an inventor that it X'as 


i 


mony: 
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tremendously important for an inventor’s 
ideas to get out to lead manufacturers along 
the line of production; that most patents 
were — speaking of pioneer patents — for 
things which were not really practicable for 
a long while; that there was no better illus¬ 
tration of this than the telephone; it was the 
very essence of a pioneer invention that it 
should be ahead of the times. 

Replying to further cross-questions plain¬ 
tiff said that he did not wish to seem to ap¬ 
prove of the idea that because an invention 
was ahead of the times it is impractical; that 
if scientifically correct and comes out at a 
lime when the practical facilities for using it 
are not up to the invention itself, that does 
not mean that it is impractical; that in the 
light of what he had just said he still thought 
it an important invention. (Rec. 41.) 

Replying to succeeding questions of defend¬ 
ants’ counsel, as to that all this matter of im¬ 
practicability or not in 1912 of doing what is 
described in the patent did not both him at all, 
plaintiff said that the trouble about carrying 
the weight did not bother him because he knew 
that torpedoplanes would get bigger. Plain¬ 
tiff next testified in reply to the following 
questions: 

‘Q. You knew that somebody might come 
alone in later years and invent something that 
would make an impractical device practical, 
is that it? 

A. No, not at all. The mere passage of time 
and the making of things larger would, 1 
thought, automatically bring that about. T 
furthermore thought that my giving this idea 
out would lead people to do that; would give 
some reason for making planes bigger and 
stronger. 
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Q. And whether they could do it in 191*2! 


when your patent came 
41-42.) 


* * 


* 1 71 


(Reci 


i 

If this invitation was so obvious as Defendant al| 
leges, why did the Secretary of the Navy offer Admil 
ral Fiske an award of $5,000 for the idea (Rec. 105)! 
and why did the Aero Club of America give him a 


gold medal for it? 


“ ‘The Court: The fact may be admitted in 
evidence.’ 

The court allowed the witness to testify to 
having received the medal, whereupon defends 
ant’s counsel said: ‘I will admit that he hai 
a medal.’ 

Whereupon defendants’ counsel asked that 
the witness might read the inscription on the 
medal, which the court permitted. The ini- 
scription is: ‘To Rear Admiral Bradley A. 
Fiske , U. S. N., in recognition of his inven¬ 
tion of the torpedo-plane .’ j 

Plaintiff’s counsel thereupon asked the wit¬ 
ness when he first saw the word ‘torpedo- 
plane,’ to which the witness replied: ‘In my 
mind; I invented the word.’ ” (Rec. 28.) 

A few U. S. patents and many foreign patents and 
publications have been urged by Defendants’ Coun¬ 
sel, not so much to anticipate but to so narrow down 
the claims of the patent in suit that no infringement 
could be held possible. 

Infringement, we believe, is a question of fact , 
determinable finally by the Court below; but we shall 
touch on such citations briefly when discussing the 
question of infringement, should this Court deem it 
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proper to consider that question at all in connection 
with this appeal. 



Infringement Proved. 


We believe it is clearly established by the Plain¬ 
tiff's Exhibit L (Rec. 183) and Defendants’ Exhibit 
D-12 (Rec. 236) that there was actual infringement, 
without the necessity of the Court referring to any 
testimony whatsoever; but this point was covered 
by Mr. Newton’s testimony (Rec. 54, 55 and 62-66). 

We contend that there is no credible testimony to 
disprove that there was an actual invasion of Plain¬ 
tiff’s monopoly; we shall therefore dwell on this 
very briefly. 

To avoid controversy as to changes in details, we 
will refer first to Fiske’s Claim 3, and will show that 
this claim defines, with almost mathematical preci¬ 
sion, the structure acknowledged by the Defendant 
in its Exhibit D-12 (Rec. 236) as in use by the De¬ 
partment. 


Claim 3. 

In combination with 

(a) an airship (obviously found in in¬ 
fringing device), 

(b) a torpedo of the self-propelling sub¬ 
marine type (obviously found in in¬ 
fringing device), having 

(c) an externally-controllable device for 
starting the propelling mechanism of 
said torpedo (the starting lever on 
the torpedo controllable externally 
by the laniard), 
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(cl) means for retaining said torpedo be\ 
low said ship (“two straps on tli<j 
under side of the airplane provided 
with hooks at their ends, whcrebV 
both the forward and rear straps are 
released simultaneously”) 
and on said ship, I 

(e) means for operating said starting del- 

vice (“the laniard interposed bej- 
t ween a fixed part of the airplane and 
the starting lever”), i 

and 

(f) means for releasing said retaining 
means (such means as are employed 
to release the two straps “simultaj- 
neously,” probably a hand lever not 
described in the Bureau’s synopsis)'. 

From the foregoing, it will be seen that this claim, 
element for element, applies clearly and without the 
slightest ambiguity to Defendants’ infringing struc¬ 
ture. 

It seems needless to quibble by urging, as the De¬ 
fendant does, that element (d) of Fiske’s claim 3 iis 
shown as a single strap, whereas the Navy device hajs 
two straps which may be both simultaneously re¬ 
leased; for the term “means for retaining said tor¬ 
pedo below said ship” is broad enough to cover an'g 
suitable device for accomplishing the desired result. 

It seems idle, therefore, to argue as to whether or 

i 

not two straps are the equivalent of one in the re¬ 
lation stated. 

Again the Defendants’ attempts to avoid infringe¬ 
ment by urging that element (e) “means for oper- 

i 

ating the starting device” is different in the Fisl^e 

| 

i 


| 

i 
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patent and in the infringing structure; but again the 

term “means” is a verv broad one and would cover 

* 

the use in the relations stated, of a multitude of 
operative devices, mechanical, electrical, or other¬ 
wise. 

It seems puerile to urge that such a term, whose 
significance is well understood in common English, 
as well as patent law, would not be broad enough to 
cover both a tripping lever and parts operated 
thereby, or a string. 

It will be noted that in the claim 3 quoted there is 
no suggestion of the sequence in which the elements 
set out are to be used; and there is therefore nothing 
of weight in the contention repeatedly urged, in De¬ 
fendant's brief that there is no infringement be¬ 
cause these parts are not used in the same order in 
the infringing structure, as their preferable mode of 
use is defined in the patent specification . 

The claim was obviouslv drawn to cover a broad 
range of equivalents, and as so drawn was granted by 
a coordinate branch of the United States Govern¬ 
ment; and it does not lie in the mouth of any one 
other officer of that Government to say that the 
cUiim does not mean what it clearly sets out. 

Reverting now to Claims 1 and 2, the other claims 
in suit. 

Claim 1 is drawn to a method and reads as follows: 

“1. The method of directing and delivering 
the attack of a self-propelled torpedo 
upon a floating target, which consists, 
first, in transporting said torpedo 
through the air to a point of desired 
proximity to said target, 
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second, training said target in the del- 
sired direction, 

third, starting the propelling mechan¬ 
ism of said torpedo, and 
fourth, releasing said torpedo to fall by 
gravity in the water. ’ ’ 

There may justly be some controversy as to 
whether the third and fourth steps set out in thib 
claim are taken in the order given in the claim; bdijt 
it will be evident that so long as the starting string 
connects the torpedo and the airplane , the torpedo is 
not wholly released; and that it is essential that the 
torpedo-propelling mechanism shall be started be¬ 
fore the torpedo is allowed to fall by gravity to the 

water. j 

! 

Otherwise a perfectly good torpedo would be 
wasted, since the torpedo would have neither direc¬ 
tive nor propelling force when it struck the water, 
and having negative buoyancy would sink to the bot¬ 
tom of the sea. 

It will be evident that the torpedo is not finally re¬ 
leased from the airplane until the starting laniard 
has let go, which it does only after the starting lev0r 
has been actuated. The torpedo can not start on its 
cruise until the last line connecting it to the plane is 
let go. 

On this point the law seems clear: j 


“Neither is infringement avoided by merely 
reversing the steps in the process, when tlie 
same result is accomplished in substantially 
tlie same way.” 

(Walker on Pats., 5tli Ed., Sec. 338, p. 422, 
citing 


i 

i 

I 

i 


i 
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“Burdon Wire & Supplv Co. vs. Williams, 
128 F. R. 927, 1904; 

Malignani vs. Germania Electric Lamp Co. 
(citing numerous cases), 169 F. R. 299, 
1909: 

General Electric Co. vs. Hill-Wright Electric 
Co., 174 F. R. 996, 1909; 

Malignani vs. Hill-Wright Electric Co., 177 
F. R. 430, 1910; 

Chadeloid Chemical Co. vs. F. W. Thurston 
Co., 220 F. R. 685,1915)/’ 

Note also Walker on Patents, Secs. 335-338, pp. 
418-422. 

We contend, therefore, that by any fair construc¬ 
tion this claim is also infringed. 

Claim 2, also for a method, differs from Claim 1, 
in that it brings in the features that the automobile 
torpedo shall be carried at a height through the air, 
and that the carrier swoops down, points and 
launches the torpedo, and starts its propelling and 
controlling mechanism. 

Obviously Defendants’ construction is planned 
ahd built to carrv out this method. We therefore 
contend that each and all of the three claims in suit 
are infringed by the manufacture or use, or both, of 
Defendants’ construction, as illustrated in either 
Plaintiffs’ Exhibit L (Rec. 183), the large drawing, 
or Defendants’ Exhibit D-12 (Rec. 236), the large 
blueprint. 

(b) As to the crude and alleged inoperative show¬ 
ing made by the specification and drawings of the 
patent; no attempt has been made to deny that the 
claims in suit are perfectly clear. And those claims, 
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i 

i 

i 

i 

read in the light of the specification and drawing^, 
are clearly infringed by the Defendants’ construc¬ 
tion. 

That disclosure was clearly sufficient to meet with 
the requirements of the U. S. Patent Office, as passed 
upon by one of its most competent Examiners, Mi:. 
Colwell, and it is certainly much more clear and 
complete than was the disclosure of many of the 
references cited by defendant’s counsel. I 

. i 

To give the claims of the patent in suit such la 
limited construction, as Government Counsel urged, 
would destroy the grant; and would be contrary to 
the established doctrine, that the patent contract 
should be liberally construed in favor of the 
inventor. 

On this point, the U. S. Supreme Court held in the 
leading case of Rubber Co. vs. Goodyear, in part, hs 
follows: 

i 

“A patent should be construed in a liberal 
spirit, to sustain the just claims of the inven¬ 
tor. This principle is not to be carried so far 
as to exclude what is in it, or to interpolate 
anything which it does not contain. But lib- 
eralitv, rather than strictness, would prevail 
where the fate of the patent is involved, and 
the question to be decided is whether the in¬ 
ventor shall hold or lose the fruits of his 
genius and his labors. Corning vs. Burden, 
15 Howard, 269; Battin vs. Taggert, 17 Id. 
74” (9 Wallace 788). 

| 

The doctrine has been followed in the later de¬ 
cisions of the Supreme Court and also by the other 
Federal Courts. 


i 
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For instance note tlie decision of the Circuit Court 
of Appeals in McBride vs. Kingman. 

“The construction of the patent must not 
be made in an illiberal spirit, with a view to 
destroy the grant. A patent should be con¬ 
strued in a liberal spirit, to sustain the just 
claims of the inventor. This principle is not 
1o be carried so far as to exclude what is in it, 
or to interpolate anything which it does not 
contain. But liberality, rather than strict¬ 
ness, should prevail where the fate of the pat¬ 
ent is involved, and the question to be decided 
is whether the inventor shall hold or lose the 
fruits of his genius and his labors (Rubber 
Co. vs. Goodyear, 9 Wall. 788). Patents for 
inventions are to receive a liberal construc¬ 
tion, and, under the fair application of the 
rule, ‘ l r t res magis valeat quam per eat 9 are, 
it' practicable, to be so interpreted as to up¬ 
hold, rather than to destroy, the right of the 
inventor” (Turrill vs. Railroad Co., 1 Wall. 
491, 72 Fed. 908, at 911). 

See also the opinion of the Circuit Court in Con¬ 
solidated Fastener Co. vs. Columbian Co., 79 Fed. 
Rep. 795: 

“The defendants’ main effort is to obtain a 
construction of the claims so narrow as to en¬ 
able them to escape the charge of infringe¬ 
ment.” 

* * * * # * # 

“That the patent is susceptible of the latter 
construction must be admitted. Many plaus¬ 
ible reasons can be advanced to sustain such a 
construction. On the other hand, an equally 
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cogent argument can be advanced, in favor! of 
the former construction. Confining the dis¬ 
cussion to the language of the patent, it i is 
manifest that where two interpretations are 
possible, that one should be chosen which up¬ 
holds the patent. If the defendants’ conten¬ 
tion be upheld, the patent ceases to be a pro¬ 
tection. The essential feature is strangled jby 
a useless and non-essential feature” (79 Fed. 
797). ! 

i 

It may be urged that these are all old decisions, 
true because the law has been so well settled that 
the later decisions rarely apply. 

In the foregoing discussion of the doctrine that, 
liberal construction be given to patents, we have hot 
considered at all the fact that the Fiske invention is 
a pioneer one; and, therefore, the claims are entitled 
to a liberal construction, and the elements of Ithe 
claims are entitled to cover a broad range of equiva¬ 
lents (Railway Co. vs. Sayles, 97 U. S. 554). j 

Obviously, the claims, under any kind of a fair 
construction, are entitled to be held as infringed; 
and it will be wholly unnecessary to invoke the doc¬ 
trine of equivalents, or to urge that the invention is 
a pioneer patent at all. 

But note also: 

I 

“Here literalism in statement of the claim 
should not defeat a meritorious patent (Do¬ 
mestic Vacuum Co. vs. Bissell Carpet Sweeper 
Co. (1). C.) 242 Fed. 943). We do not think 
that the patented invention was the mere Con¬ 
ception of the location of the locking hasjj) at 
the end of the trunk. It involved a mechan¬ 
ical combination, whereby the location of ithe 


i 

i 

i 


i 

i 

j 

i 
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locking* hasp might be made at the end of 
the trunk, and an examination of the prior 
art does not disclose to ns that this mechan¬ 
ical combination was anticipated” (Belber 
Trunk & Bag Co. vs. Howard Trunk & Bag 
Co., 279 Fed. 82 at 83). 

In the syllabus of that case will be found: 

“A mere change of form of a mechanical 
structure, which retains the mode of opera¬ 
tion and accomplishes the same result as the 
patented device, does not avoid infringe¬ 
ment" (Syllabus). 

Note also the discussion at pp. 457 and 458 in 
Parsons vs. Seel ye, 100 Fed. 452. 

See also the text and authorities cited at p. 141 in 
Dowagiac Mfg. Co. vs. Minnesota Moline Plow Co. 

d.’ o 

(118 F. 136), where it was held in part as follows: 

“By changing ilie form of the parts of com¬ 
plainant's combination, and not essentially 
varying the principle or mode of operation, 
pervading the original invention, defendants 
cannot escape infringement.' ’ 

Note also Ilinman et at. vs. Visible Milker Co., 
239 Fed. 896, in which the Court held in part: 

“We cannot agree with the proposition that 
the defendants can escape infringement by 
such inconsequential changes as are now 
suggested.” 

Other citations might be made ad nauseam, but 
these it is believed, will suffice. 
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Changes in the Apparatus Made by Defendants and 
Alleged to Avoid Infringement. 

i 

Defendants offered very little testimony as to jthe 
trifling changes necessary to change a naval airplane 
into a torpedo plane; but have put in a mass of testi¬ 
mony with regard to the changes needed j to 
strengthen the torpedo and to make it more rugged 
so as to stand the great strains incident to launching 
from aircraft. 

! 

i 

i 

A. Changes in the Plane. 

\ 

These changes were made to increase the carrying 
power and strengthen the aircraft. 

Obviously, for this purpose, stronger parts land 
better bracing were required. 

Defendant’s witness Johnson made the point that 
a spreader bar had to be removed from the regular 
service plane in order to convert it into a torptdo- 
plane, so as to permit the torpedo to fall; and that, 
to compensate for this, other strengthening wa^ re¬ 
quired (Rec. 147). j 

All of this involved merely mechanical skill, land 
could be and was worked out by the engineers,! the 
airplane having been invented, a few years before, 
bv the Wright Brothers. 

The cost of all of these changes to convert the Serv¬ 
ice airplane, costing about $50,000, into a torpedo- 
plane was stated by Defendant's witness Johnston 
to be only about $280. Thus he testified: 

i 

i 

i 

] 

i 

i 

| 

i 

| 

i 

i 
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“The cost of adapting the airplane for tor¬ 
pedo use lias varied widely and frequently has 
been included in the total cost of the airplane. 
A rough estimate of $280 per plane is there¬ 
fore the best that can be furnished” (Rec. 
147). 

These were ‘'the great main) modifications” re¬ 
ferred to by Admiral McVav (Rec., p. 100, Folio 
178). 


B. Changes in the Torpedo. 

Obviously, as the torpedo was to be launched at 
higher speed and dropped into the water from a 
greater height, both the shell and the inner parts of 
the torpedo should be strengthened, and a mass of 
testimony was produced to show the minute details 
of such strengthening as was deemed necessary. 

Without wearying the Court in going into this 
testimony in detail, it would seem sufficient to state 
Defendant’s witness Bode testified at length (Rec., 
pp. 108, 115), that the following changes, in the tor¬ 
pedo of the time when the Fiske application was filed, 
were made in the service torpedo as actually used in 
torpedo planes. 

1. The tail, rudders, and certain of the parts en¬ 
closed in the shell of the torpedo needed strengthen¬ 
ing, and were strengthened. 

2. The torpedo apparently tended to dive too 
deeply when released from the torpedoplane, and a 
drogue for preventing this excessive diving were 
provided, but those ivere later found unnecessary. 

3. Two slings for suspending the automobile tor- 


i 

i 


i 

pedo beneath the airplane were provided instead of a 
single sling. 

4. With Defendants’ device, the starting mechan¬ 

ism was to be operated a minute fraction of a second 
after the supporting bands were released, whereas hi 
the specification of the patent in suit, the starting 
lever of the torpedo was to be operated a fraction Of 
a second before the releasing took effect. Defend¬ 
ants’ witness Earle said that this was immaterial 
(Rec. 89). j 

5. It was found necessary to lock the propellors of 
the torpedo against rotation caused by the pressure 
of the nir, due to the high speed through the air Of 
the torpedoplane. 

Considering at the outset the cost of all the^e 
changes, Defendant’s witness McVay stated that the 
torpedo cost about $10,000 (Rec. 33). Defendant^’ 
witness Carson stated (Rec. 144) that in large lots 
(240) it cost $1,050 to convert a standard torpedo j:o 
suit it for torpedoplane usage, while in smaller lots 
(50) it cost $1,000 to make the alterations required. 

Inasmuch as the mechanism of the torpedo is ex¬ 
tremely complicated, and all enclosed in compabt 
form in an outer shell, it is surprising that the stand¬ 
ard torpedo could be so readily and cheaply adapted! 
for the rougher usage to which it was subjected wlujui 
operated from a torpedoplane. • j 

It is probablv unnecessary to call the Court’s ht- 
tent ion to the testimony with regard to these several 
points of the alterations in the torpedo and its opera¬ 
tion just referred to; but, out of abundance of prje- 
caution, we will consider these points briefly and in 
the order stated. 


i 

i 
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(1) As to strengthening the torpedo, obviously as 
the torpedo was to be dropped from a rapidly-mov¬ 
ing body into the water, instead of being launched 
from a torpedo tube at comparatively slow velocity, 
it would be advisable, if not necessary, to strengthen 
the parts of the torpedo, and this was precisely what 
the Defendants’ witnesses testified to was done. 

When heavier and more rapidly moving locomo¬ 
tives were built, heavier rails and stronger bridges 
were supplied; also when a gun is to be fired with 
heavier powder charges, or more rapidly-moving 
projectiles, both the gun and projectile should be 
strengthened. 

(2) As to the diving of the torpedo, the Fiske tor¬ 
pedo patent stated that the proper height of the tor¬ 
pedo above the water for launching should be fro 
10 to 15 feet (sec line 61). The Defendants’ wit¬ 
nesses testified that this height should be not less 
than 10 feet, or more than 25 feet. The Fiske patent 
does not sav anything about the diving of the to r 
pedo when it was launched, and a great deal of testi 
monv was put in to show that this had to be corrected 
by the use of a drogue, or some similar appliance for 
preventing the nose of the torpedo from diving 
down. 

But the trouble with the diving was apparently 
occasioned by the fact that instructions were given 
from the Bureau of Ordnance that the axis of the 
torpedo should he as near the horizontal plane when 
launched as you could get it (McVay, Rec. 101); but 
Bode (Rec. 116-117), and Davidson (Rec. 123) tes¬ 
tified that this diving could be avoided if the torpedo 
be launched with the nose slightly inclined upward, 
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and not as the Bureau of Ordnance had directed it 

should be launched. That the orders of the Bureau 

of Ordnance were strictlv obeved is deducible. 

* 

(3) As to using two slings instead of one, to kfeep 
the torpedo from rolling at the instant when Ire- 
leased, the record shows that the key stud of the tor¬ 
pedo would be held in a socket in the saddle of jthe 
torpedoplane, and would therefore hold the torpedo 
against either rolling or endwise motion. This would 
apparently be long enough to let the single sljing 
clear. 

i 

Any rolling due to a single sling would apparently 
be insignificant compared to the rolling caused! by 
the bottom of the torpedo, and the lower vertical tail 
fin striking the surface of the water when the tor¬ 
pedo is launched broadside or from a destroyer 
travelling at the usual working speed of 27 knots. 
However, the double sling feature is a trivial im- 

^ j 

provement at best on the Fiske construction, hnd 
does not in the least impair the validity of the patent 
in suit . 

(4) The starting lever for the torpedo mechanism 
works backwards ivhen torpedo launching tubes\are 
used, but is shown as working forward in the patent 
in suit when no such limitation is required. 

This was dwelt on at great length by Defendants’ 
witnesses, but is a mere quibble at best, as shown by 
Plaintiffs’ Exhibits Q and T, the small colored draw¬ 
ings ; obviously when the torpedo is fired from a tube 

^ j 

the starting lever must go back, but when released 
from an airplane, the lever may be worked any Way. 

(5) As to locking the propellers, much ado [was 
made about a very trivial matter, and we do! not 
deem this worthy of further notice. 
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If all these changes were deemed necessary, such 
improvements involved mere mechanical skill, and 
were such as might be expected in working out the 
details of any important invention. 

Obviously, if the patent in suit was valid when 
issued and ran for seventeen years, no amount of 
subsequent expenditure of labor or money in im¬ 
proving the invention shown in that patent, unless 
<lone with the patentee's approval , could establish 
any shop right or license to use the patented inven¬ 
tion. 

The record shows that except for loaning the in¬ 
ventor the use of a plane on one or two occasions to 
drop dummy torpedoes, the Navy Department 
frowned on his efforts to introduce the invention into 
the Navy, and finally Secretary Daniels wrote him a 
letter dated May ‘20, 1918 (Ex. J), as to which Ad¬ 
miral Fiske testified, “This letter killed all my hopes 
of the torpedoplane” (Rec. 35, 36). 

Before this letter was written, he had secured from 
outside sources the sum of $30,000 to assist in ex¬ 
ploiting the invention, and had tried to use this 
amount in the actual exploitation of the invention, 
but obviously the actual tests using service torpe¬ 
does required the cooperation of the Navy Depart¬ 
ment. 

The World War apparently gave him a new incen¬ 
tive to call the invention to the notice of the Navy 
Department, and he did secure, to a small degree, the 
cooperation of this Department in certain tests with 
a dummy torpedo, weighing about 180 pounds. 

These tests were made with a Navy plane at Hunt • 
ington, Long Island, and the purpose of these tests 
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was to establish whether or not a heavy weight could 
be safely launched from an airplane, and in tliijs 
respect the tests were successful, because the weigh; 
was safely launched, and the tests were referred to 
with some pride by the Defendants’ witness Robof- 
tom (Rec. 94). j 

It will be noted that in this test, a block of wood 
was used in the shape of a torpedo, which was licit 
provided with any internal mechanism to either con¬ 
trol the rudder and steer the dummy, or to prci- 
pel the dummy through any other motion than that 
imparted to it by the airplane from which it wajs 
dropped. 

It is not to be wondered at, therefore, that this 
block of wood did ricochet and skip along the watch* 

i 

in an irregular way. It was also testified that tlh* 
dummy was not allowed to fall directly from the 
plane, but was launched in some way by the use of ja 
heavy launching spring. 

The conditions, therefore, under which this test 
was made were such as to show the utter futility c 
the test, as applied to the functioning of the torpedo, 
but to establish the fact, for which it was especially 

i 

held, that is, whether or not a heavy weight could I jo 
dropped from an airplane, travelling at a speed of 
approximately seventy-five miles an hour, without 
damaging or even destroying the plane. The test 
did show that this could be safely done. 

Later tests dropping a 400-lb. dummy torpedo 
were made at Philadelphia under the direction of 
Admiral Fiske. | 

The final rejection indicated in the Daniels letter 
of May 20, 1918 (Ex. J., Rec. 181) would natural!; 
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extinguish the zeal of even such an enthusiast as 
Admiral Fiske, and he then gave up in despair. 

The record shows that not long after the Daniels 
letter was written, the Bureau of Ordnance, appar¬ 
ently suppressing all knowledge of its work from 
Admiral Fiske, and not consulting him in the re¬ 
motest degree about same, teas actively at work in 
developing the idea of a torpedo plane. What officers 
and engineers were at work on this, the record fails 
to show with anv claritv, but that thev must have 
followed closely the design set out in the Fiske pat¬ 
ent, is shown by the finished product of their labors, 
as illustrated in Plaintiff's Exhibit L (Rec. 183) and 
Defendant’s Exhibit D-12 (Rec. 236), where every 
element of the apparatus shown in the Fiske claim 3 
is clearly shown, and where the method referred to 
in the Fiske claims 1 and 2 is clearly contemplated. 

That these details were worked out in the Depart¬ 
ment without Admiral Fiske’s knowledge will be evi ¬ 
dent not only from his own testimony (Rec. 87), but 
a brief reference to Admiral McVay’s testimonv 
(Rec. 103) shows his unwillingness, whether from 
jealousy, or other causes, to give any credit even to 
Fiske, when in an official letter, he criticised no less 
than four times the fact that Fiske’s name was 


coupled with the torpedoplane, as then shown in 
drawings at the Naval Aircraft Factory (Rec. 103). 

In any event, we contend that the torpedoplane as 
finally worked out by the Navy Department clearly 
invades the monopoly granted to the patentee, and 
that no license or shop right could be acquired in any 
such way as Defendants 9 counsel now urges. 
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XI. 


i 

i 

j 

i 


Alleged Prior Art Cited. 

[ 

Clearly the various foreign patents and other pub¬ 
lications cited bv Mr. Brady utterly fail to consti- 
tute a valid reference. 

We will not attempt to weary the Court with aijiy 
reference to the bomb droppers, cited by Mr. Brady, 
or to anv of the aerial rockets, or aerial projectilbs 

*" . ' i 

referred to so persistently by him as self-propellbd 
torpedoes; but we will discuss very briefly those cita¬ 
tions which he referred to as showing a self-pro¬ 
pelled torpedo. 

As to the bomb droppers cited by him, these ajre 
essentially different and mav be dismissed with Com- 

» f 

missioner Newton's answer on yvrross-examinaticjn, 
‘‘Witness was then asked (by Defendant’s Coun¬ 
sel) : | 

i 

j 

Q. You regard the dropping of a bomb las 
irrelev(*nt to this case!” 


To this the witness replied: 


“A. Well, vou are getting to the heart iof 

the invention when you ask me that questioin; 

and J would like to say this, that the dropping* 

of a bomb is only applicable to something that 

is not laid on the water in such a wav that I it 

* 

can utilized its self-propelled mechanism. 
That might seem to be quite a small differ¬ 
ence, and viewed from some angles it is! a 
small difference; but when vou consider the 
result—and that is what we consider in pat- 


| 

i 
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cuts—when you consider the result and re¬ 
member what happened in the World War, I 
do not know of a single bomb that was dropped 
on a vessel that destroyed the vessel, but I do 
remember in 1917 and 1918 that the people of 
this country were quite alarmed at the thou¬ 
sands of submarine self-propelled torpedoes 
that were being used and the horrible dam¬ 
age that they did; and when vou consider the 
results of those two things, then vou sec verv 

7 %r %■ 

plainly the difference between a bomb which 
could only be used practically on land and was 
used to some extent in bombing some of the 
cities, and the use of a self-propelled subma¬ 
rine torpedo. So I consider those things as 
being quite different arts. The invention of 
one would hardly be applicable to another, be¬ 
cause the problems that must be met in 
manipulating them are so entirely different 
and the results that they get are quite differ¬ 
ent” (Eec. 163-4). 


See also in this connection the testimonv of De- 
fondants’ witness Davison (Eec. 124-5). 

As most of Mr. Bradv’s citations related to for - 
cign patents or publications, it may be in order to cite 
a few only of the mass of decisions relating to these. 

•r W 

This Court, speaking through Mr. Justice Van 
Orsdel, held in the case “In re Etc (57 App. D. C. 
203): 


“We think, therefore, that this foreign pat¬ 
ents should not be used as an anticipation of 
the invention in issue, in view of the well- 
established rule announced in Carson vs. 
American Smelting & Eefining Co. (C. C. A.) 
4 F. (2d) 463, 465, as follows: 


I 


I 

i 
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‘A foreign patent is to be measured ais 
anticipatory, not by what might have beep 
made out of it, but by what is clearly aiifl 
definitely expressed in it. An American pat¬ 
ent is not anticipated by a prior foreign pat¬ 
ent, unless the latter exhibits the invention 
in such full, clear and exact terms as to en¬ 
able any person skilled in the art to practice 
it without the necessity of making experi¬ 
ments.’ ” 

[ 

| 

“In Carson vs. American Smelting & Re¬ 
fining Co., 4 F. (2d) 463, Judge Gilbert, speak¬ 
ing for the Circuit Court of Appeals for th|e 
Ninth Circuit, states the rule in the following 
language, on page 465: 


‘A foreign patent is to be measured ps 
anticipatory, not by what might have beep 
made out of it, but by what is clearlv and 
definitely expressed in it. An American 
patent is not anticipated by a prior foreign 
patent, unless the latter exhibits the inven¬ 
tion in such full, clear, and exact terms as tio 
enable any person skilled in the art to prac¬ 
tice it without the necessity of making ex¬ 
periments’ (Seymour vs. Osborne, 11 Wall. 
516, 555, 20 L. Ed. 33, Ilanifen vs. Armitage 
(C. C.) 117 F. 845; Permutit Co. vs. Harvpy 
Laundry Co. (C. C. A.) 279 F. 713; General 
Electric Co. vs. Hoskins Mfg. Co., 224 F. 
464, 140 C. C. A. 150). 

i 

“In Westinghouse Air Brake Co. vs. GrePt 
Northern Ry. Co., 88 F. 258, 31 C. C. A. 525, 
the Court said: 


4 The prophetical suggestions in English 
patents of what can be done, when no one 


i 

! 


i 


i 
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lias ever tested by actual and hard experi¬ 
ence and under the stress of competition the 
truth of these suggestions, or the practical 
difficulties in the way of their accomplish¬ 
ment, or even whether the suggestions are 
feasible do not earrv conviction of the truth 
of these frequent and vague statements.’ ” 

Again note the decision of Simplex Co. vs. Ham¬ 
ilton rt at. by District Judge Campbell in Eastern 
District of New York (21 Fed. 1%, at 199): 

“The Carr Lockwood patent is a foreign 
reference, and must be taken for exactly what 
it shows on its face, and cannot be recon¬ 
structed to anticipate the patent in suit (Per- 
rnutit Co. vs. Harvey Laundry Co. (C. C. A.) 
279 F. 713; Westinghou.se Airbrake Co. vs. 
Great Northern Bv. Co. (C. C. A.) 88 F. 
258).” 

Having the foregoing decisions in mind, we will 
endeavor to discuss very briefly the prior art set out 
bY Defendants’ Expert, young Mr. Brady. 

Citations by Mr. Brady. 

Of the nine citations made by Defendants’ Expert, 
Mr. Bradv, on crass-examination as the best refer- 
eiices (Bee. 415-437), we will refer to each in the 
order mentioned. 

(1) D-22. The Gardner British Patent No. 6029 of 
li)00. This refers to controlling the torpedo from a 
balloon or other aircraft by means of an electric cir¬ 
cuit, the balloon to be in the air, and the torpedo con¬ 
nected to it by a cable (see Newton, Bee. 489-90). 
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(2) D-19. Scientific American of January 23,1909. 

This shows, if anything, the launching of aerial 
bombs from aircraft. It is a fanciful sketch of an 
impractical, if not impossible, conception. No details 
of construction are shown, as suggested by Mr. New¬ 
ton (Rec. 488-9). j 

(3) .1). 20. Popular Mechanics for October , 1909. 
This shows a rocket-like projectile that is supposed 
to flv through the air. Mr. Brady calls this small 

* * * i 

projectile a self-propelled torpedo (Rec. 133, Foljo 
234). It is supposed to carry four pounds of high 
explosive. 

(4) D-21. McClures Magazine of August, 1909. 
This shows an aerial projectile launched from a tub\e , 
and given rotation like a rifled projectile to keep jit 
pointed straight in its flight through the air. Could 
anything be less pertinent to the Fiske invention? 

(5) 13-23. The French Patent No. o9G,d90, and its 
Three Additions. This should be clearly ruled out of 
consideration in view of the Court decisions as to the 

i 

use of foreign patents as references cited in pp. 21-^4 
of this brief. These patents were discussed by Mr. 
Newton (Rec. 157-9). 

(6) 13-7. Lt. Armstrong's Book , Torpedoes and 
Torpedo Vessels. This indicates carrying a torpedo 
in tongs on the deck of a torpedo boat, and thin 
swinging it over the side of the boat, and letting lit 
drop into the water. 

The description and drawings are quite incom¬ 
plete, but it does not show the Fiske invention, ahd 
this also clearly comes within the Court doctrine for 
applying foreign patents or publications to destroy 
U. S. patents. 


i 
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(7) D-30. The Evolution of the Submarine Boat, 
Mine and Torpedo. Frankly, we are unable to under¬ 
stand the construction intended to be indicated by 
this exhibit, or Mr. Brady’s reasons for introducing 
it, or how it can be pertinent to the instant case; but 

in anv event such a reference comes within the doc- 
•> 

trine of the Courts as to the use of foreign patents 
and publications. 

(K) l)-2(>. Popular Mechanic# for December, 1909. 
This describes a scheme of E. Berliner, not reduced 
to practice at all, and why it was referred to bv Mr. 
Brady, we are at a loss to imagine. 

(9) D-29. British Patent, No. l&pl61, of 1902. This 
shdws launching a torpedo from a launching tube 
using an ejecting charge of compressed air, or ex¬ 
plosive* (Bee. 308). It has, in our opinion, no bear¬ 
ing on the Eiske invention. 

This suit had been pending for about two years 
and a half before it came to trial, and we are amazed 
that in all that time, and with all the resources of the 
Government available, counsel for the Defendants 
was able to produce so little in the prior art, which 
had any bearing whatsoever upon the invention 
shown in the patent in suit. 

Counsel has apparently arrayed in its fight against 
a most meritorious invention a number of recruits, 
worse even than those that Falstaff enlisted when lie 


served as recruiting officer. 

We respectfully urge that Defendant's Exhibits 
illustrative of the prior art all tend to show cumula¬ 
tively that no one either in the United States or for¬ 
eign countries had ever disclosed the invention of the 
torpedo plane until this ivas done by Admiral Fiske 
in the patent in suit. 
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xn. ! 

| 

Conclusion. 

i 

i 

After the inventor was scoffed at by Naval Offi¬ 
cers, and rebuffed bv Secretary Daniels, the Najvv 
Department has finally adopted and largely used the 
plan, set out in Admiral Fiske’s patent, and coveted 

bv the claims in suit. 

% 

Is it too much to ask that in a spirit of justice t<j) a 
distinguished officer, a spirit of fairness, nay, com¬ 
mon honesty, to a meritorious inventor, that Admiral 
Fiske’s rights be recognized by this Court? 

I 

| 

Respectfully submitted, 

Ernest Wilkinson, 
Attorney for Plaintiff L 


i 

i 
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APPENDIX. 

| 

I 

XIII. | 

j 

| 

Criticism of Defendants' Brief. 

In tlie foregoing pages we have discussed it 
length the law bearing on this appeal, as we under¬ 
stand it, and some of the facts shown in the Record 
that might appear pertinent; but there are a number 
of alleged facts set out in Defendants’ Brief which 
we believe are not justified by the Record at all, and, 
in all fairness, some of these should not be permitted 
to go unchallenged. j 

As typical of some of the many errors or mis¬ 
statements made in thai Brief, we would cite the 
following: 

(a) No Oral Argument . 

The following language from Defendants’ Brief 
does not ring true: 

I 

“The parties did not have the benefit of oral 
argument before the court below (Rec., p. 
1G5), the case by order of the court having 
been submitted on typewritten briefs filbd 
simultaneously” (P. B. 1). 

i 

That Judges- has had six days in Court trying the 
case, and Plaintiff’s Counsel understood that it was 
with the entire approval of counsel for both sides 

i 

i 

i 






76 


that briefs be bled instead of having any oral argu¬ 
ment ; and by agreement between counsel these briefs 

were tiled simultaneously. 

* 

(b) Tory docs Launched from “Almost Anything.” 


Defendants’ Counsel cities in 


his brief no less than 


three times (P. B., pp. 57, 75 and 89) the somewhat 
flippant statement made by Admiral Earle that when 
he was in command of the U. S. Torpedo Station at 
Newport, R. I., “ Torpedoes lucre launched from al¬ 
most anything" (Earle, Rec. 82), but Counsel 
neglected to state that those were experimentally 
fired, and that not one so fired at all was actually an 
automobile torpedo as used in war, because it did 
not have the war head on. 


Thus he ignores Admiral Earle’s testimony and 
that of the other Defendants’ witnesses as follows: 


Earle himself testified (Rec. 85): “Any one who 
has always seen torpedoes launched from a tube 
aboard ship.” 

Again (Rec. 92) lie testified: 


“That witness knows of no case of a tor¬ 
pedo containing a war head being fired in the 
United States Navy by slinging it f rom a boat , 
as previously referred to; that this was not a 
pure suggested experiment in the English 
publication of 1896; the use witness had re¬ 
ferred to was in ordinary testing of torpedoes 
at the torpedo station and other stations 
where they did not have torpedo vessels or 
torpedoe tubes; they slung it suspended from 
tongs; it was more often used in our Navy as 
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two spars; witness never heard of this being 
intended for use in warfare in our Navy; iwe 
never fought a war when such use would; be 
appropriate; that torpedoes are kept in the 
deck tubes on destroyers and scout cruisers— 
a tube is not generally carried empty—oh a 
scout cruiser this is 30 feet above the waiter 
line; in a battle ship the tube is under wafer, 
submerged, and in what is called the torpedo 
room; there are racks around the torpedo 
room and the torpedoes are stowed thcrej in 
those racks; that the torpedo tits the tube ^ v itk 
a very close, neat fit” (Earle, Ree. 72). j 

Defendants’ Witness Bode testified: 

“That so far as witness knows, before tor¬ 
pedoes were launched from airplanes they 
were always launched from launching tifbes 
either above water, or below water” (Rec. 
119). 


The record shows elsewhere in hundreds of places 
that the regular routine method of launching auto¬ 
mobile torpedoes before Fiske entered the field was 
from launching lubes; and that any other method 
in our Naval service was purely experimental, jvas 
rarely used, and was never used with a regular tor¬ 
pedo having the war head on, 

\ 

(c) Order of Starting Mechanism and Releasing 

Torpedo, 


The Defendant ’s Brief is full of statements vyith 
regard to the order in which the final steps of ithe 
Fiske process mentioned in claims 1 and 2 is carried 
out. 


j 

i 

i 

| 

i 

| 
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In other words, the starting’ of the mechanism in 
the torpedo is explained in the Fiske patent as be¬ 
fore the torpedo is released. 

This, we contend, is absolutely true in the Govern¬ 
ment device, as previously explained. 

Defendants’ witness Admiral Earle testified that 
the releasing of the torpedo and the starting of the 
tiring mechanism would be practically instantaneous, 
and he further says: 

“It witness’ opinion he would not think it 
makes a particle of difference whether the two 
starting levers and dropping out are abso¬ 
lutely at one instant or whether the one pre¬ 
cedes the other by the fraction of a second” 
(Rec. 89). 

(d) Strauss Letter of July 20, 1914. 


One of the most extraordinary suggestions con- 
tained in Defendants’ Brief is the frequent refer¬ 
ence to the Strauss letter (Exhibit D-ll), for in¬ 
stance pages 54 to 56 of Defendants’ Brief. 

For instance, “McVay testified that this letter was 
the origin of the project with the Government (Rec. 
130).” (Should be Rec. 103.) 

McVay did say: 


“That so far as witness recalls lie under¬ 
stands that letter is the origin of the project 
of carrying and launching torpedoes from air¬ 
planes, but until witness had seen this letter 
he had forgotten that particular thing” (Rec. 
103). 
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This Strauss letter when produced was apparently 
astounding to Admiral McVay for it contradicted! his 
former testimony that the matter was being worked 
out in the Bureau when he came there as Chief in 
1920 (Rec., Bottom of page 102), and when this jlet- 
ter was produced, the Admiral was obliged to admit 
that the matter had been before the Bureau wheh he 
was Assistant Chief in 1914. 

When he found there was such a letter to Admiral 
Fiske, he immediately shifted his testimony to state 
that this was the origin (“so far as the witness re¬ 
calls,” some fourteen years later) of the project; 

If this was the origin of the project, why! did 

i 

Admiral McVay and Secretary Denby offer to give 
Fiske $5,000 for the idea, not the patent, as staged, 
“Recognition of Admiral Fiske’s idea rather t|han 
his patent” (Rec., Bottom of page 105)? 

The further statement on page 54 of the brief 

I 

“The project or conception of using ;air¬ 
planes for torpedo-craft was not borrowed or 
derived by defendants from plaintiff or; his 
patent ’ ’ 

is strangely inconsistent with all of the testimony in 
the case, as no one else but Admiral Fiske is (lefi- 
nitely shown to have suggested the idea originally in 
the entire record. 

i 

This entire allusion to Admiral Strauss’ letter is 
entirely inconsistent with Counsel for Defendant’s 
admission (Rec. 154-155) as follows: 

i 

“Mr. Wilkinson: It will save me the trouble 
of going through a similar line of procedure— 


i 


| 

i 

i 

! 
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would there be any objections to stating that 
Admiral Fiske and his friends and associates 
had advertised the airplane, or had notices 
printed of it—not advertisements necessa¬ 
rily—in large numbers of papers throughout 
the country? Would vou admit that? 

Mr. Workman: I will admit, your honor, 
that Admiral Fiske, or somebody for him, sub¬ 
sequent to the date of this patent, wrote to all 
sorts of magazines and papers telling what a 
wonderful invention he had made—but subse¬ 
quent to the date of this patent. I do not 
admit anything prior to the date. 

Mr. Wilkinson: Was that prior to 1918 
when the Navy Department- 

Mr. Workman: Any time subsequent to the 
date of the patent I do not mind. 

The Court: We will treat that as admitted 
then. 

Mr. Wilkinson: Up to 1918? 

Mr. Workman: From after he had filed his 
application and after he had received his pat¬ 
ent he spread the thing abroad in all sorts of 
publications.’ ’ (Rec. 154-5.) 


Defendant’s counsel utterly overlooks the testi- 
mony of Admiral Fiske himself on page 31, that 
“Two and one-half years later when witness became 
Aid for Operations,” he found out certain things 
and that Admiral Fiske testified that Secretary 
Daniels was hostile to his idea, and apparently this 
is the reason that nothing was done with Strauss’ 
letter. 

The official records of the Navy Department show 
that at the very time, July 20, 1914, that this letter 
was written, Admiral Fiske himself was Aid for 
Operations (that is, Chief of Staff of the Navy), 


I 


and he has stated that he established a Divisioii of 
Aeronautics in the Navy Department (Dec., p^tge 
31), and that it is incomprehensible that a matter 
of this kind should have been brought to the knowl¬ 
edge of the Secretary without the knowledge ofj his 
Chief of Staff. j 

Admiral Fiske testified as follows: i 

l 

! 

“That during all the time witness was j aid 
for operations he found no officers of the Navy 
who saw the slightest use for airplanes other 
than for scouting, spotting, for traget prac¬ 
tice, and dropping bombs, and even for these 
uses most of the officers were extremely skep¬ 
tical; that at rare intervals he would dis- 
creetlv suggest the idea that automobile tor- 
pedoes might be dropped from airplanes,'but 
the usual reply was a polite smile; that natu¬ 
rally in his position as aid for operations it 
would not have been good taste for him to! try 
to push his own invention; that after his Res¬ 
ignation, and it had become clear that j the 
country could not long keep out of the war, 
he gradually began to push it.” (Dec. 131.) 

Admiral McVav’s recollection was very indistinct 

► i 

as to who was the head of the Navy under the 'Sec¬ 
retary at that time, although he could remerpber 
other things needed for the defence; for instance, 
he stated (Dec., page 105) that he did not recall [that 
Admiral Fiske was Aid for Operations when lie en¬ 
tered the Bureau in May, 1914, but that Adnjiiral 

i 

Fiske was on duty in that Department during [part, 
of the time witness was Assistant Chief of! the 

i 

Bureau. 
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He was evidently hostile to the patent, for he 
calls it “the so-called patent” (Rec. 106, line 4), 
and four times in an official letter he criticized any 
reference that the torpedoplane was of the Fiske 
type (Rec., page 103). 

This Strauss episode is, we believe, in keeping 
with the fairness with which many of the alleged 
facts are discussed in Defendant’s brief. 


(e) Dangerous Element. 

Great stress is laid in Defendants’ Brief on the 
danger that might be anticipated from the use of 
the Fiske Device. See, for instance, 1). B., pages 
24, 47, 71 to 72, and note page 80, in which the 
words “excessively dangerous” are used. 

Defendants’ Counsel refers to this danger as expe¬ 
rienced. with the fair interpretation that the appa¬ 
ratus used was the Fiske apparatus, whereas, it will 
be noted that in every case where any accident did 
occur, the torpedo was fired from a tube , which was 
the old practice, and in firing from the tube , the tor¬ 
pedo engine must race from immediately after the 
torpedo starts in the tube until it is disengaged from 
the tube; whereas in the Fiske apparatus, it is only 
a minute fraction of a second between the actual 
starting of the mechanism and the dropping of the 
torpedo. Thus, for instance, the Record always 
shows that a tube was used, and that the tube was 
injured. In Fiske’s apparatus, there is no tube , and, 
therefore, this excessively dangerous feature re¬ 
ferred to is something that is quite possible with 
the old apparatus, in which a tube was used, but is 
much less likely to occur with the Fiske apparatus. 
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(f) On the Ship. 

i 

j 

It is brought out over and over again that the; 
Government has no means on the ship to start the! 
propelling mechanism of the torpedo. There corn 
tainly is a starting lanyard shown in D-12, which 
is distinctly fastened at one end to the ship, and the 
free end is rove through a guide on the torpedo and 
engages the starting lever. 

This is the last line that connects the automobile 
torpedo to the ship, and this line remains on the 
ship after the torpedo has been launched, and cerj 
tainly “automatically starts the propelling mecha't 
nism in advance of freeing the torpedo 99 (D. B. 27)1 

i 

This line is always on the ship, and is never detached 
therefrom. 

This is the means on the ship for starting the tori- 
pedo mechanism, and does not actually finally release 
the torpedo until the mechanism is started, as callecll 
for in the claims in suit, especially in Claim 3. 

| 

(g) Re: Drogue. ! 

i 

i 

l 

Much attention has been paid in the record tp 
the drogue in holding up the head of the torpedo 
when it was launched, and Defendants ’ Brief refers 
to the drogue a number of times, and states that it 
was a required device (D. B. G7). 

Now the fact is that drogues zvere required at one 
time, but before the aviators learned how to launch 
the torpedo up by the head. 

Pursuant to instructions given by the Ordnance 

i 

Bureau, the idea was to fire the torpedo level with 


i 

! 

i 

i 
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t lie surface of the earth, as indicated by McVay, as 
follows: 


“Witness stated that, as he recalls it, when 
t lie plane comes down and levels off to fire 
tlie torpedo, it rises and fires the torpedo 
when the torpedo is level with the water and 
not the plane; to lay the torpedo horizontally, 
as near as you could get it under ideal firing 
conditions from a water craft" (Rec. 101). 

but after it was found out the torpedo should be 
launched with the head up and have the rear 
strengthened, the drogue was apparently done away 
with (Rec. 123). 

(h) “Same Racks” Used. 

“When the Government took up the project of 
dropping torpedoes from airplanes it used the same 
racks or dropping gear for torpedoes, similar in 
shape to the bombs, as were used for bombs” (D. 
P>. 4). The same racks were not used at all. (See 
Defendants’ Witness Davis (Rec. 125-126). 

(i) Pioneer Patent. 

Defendants’ counsel urges that the Fiske patent is 
not a pioneer patent at all, and that the claims are 
not entitled to cover a broad range of equivalents. 

In response to this, we can only state that the 
Y. S. Patent Office, in granting the patent, Commis¬ 
sioner Newton, in his testimony (Rec. 54, 67, 68, 163, 
etc.), and the Court below, in its findings, have all 
held to the contrary, but whether or not this is a pio- 
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neer patent, ive believe, is entirely immaterial, as far 
as the present controversy is concerned. 

Claim 3 of the patent in suit reads on the Gov¬ 
ernment Construction as set out in their Exhibit 
D-12, and claims 1 and 2 unquestionably cover the 
method by which that apparatus was intended to be 
used and was used. 

i 

(j) Plaintiff's Witness Colwell j 

I 

Among the peculiarities of Defendants’ Brief ^re 
a number of sarcastic references to Examiner Col¬ 
well. He is called, for instance, “superlatively com¬ 
petent” (D. B. 39), (D. B. 49); “The Patent Office’s 
best examiner” (D. B. 107), and in one place his tes¬ 
timony is summed up as follows: j 

“Plaintiff’s rebuttal witness Colwell 
merely read dates from a British patent put 
in evidence by defendant” (D. B. 50). j 

i 

We put Mr. Colwell on the stand to testify ihat 
he personally examined the Fiske patent applica¬ 
tion (R. 150), and that he graduated in the same 
class at Annapolis with Secretary of War Weeks, 
and U. S. Senator Weller from Maryland, and stood 
ahead of both those distinguished men; and that he 
had been a Naval Officer and w r as especially skilled 
in the art of Naval Warfare. 

We had other questions to ask him, but the Cburt 
below refused to permit our queries, and w T e will not 
mention these. j 

i 

i 

i 


j 
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His former official associate, Commissioner New¬ 
ton, did speak of his most highly (R. 60), but we 
made no claim for him to the superior titles given 
by Government Counsel. 

(k) Von Willisch British Patent, No. 27,405, of 1911 
' Defendant’s Exhibit D-24. 

There has been considerable confusion about this 
matter, inasmuch as it was cited by Defendant’s 
counsel and his expert Brady as part of the prior 
art; whereas the date alleged is claimed by a Ger¬ 
man application, not put in evidence, which prob¬ 
ably never appeared as a patent, and a British pat¬ 
ent, which was not published until after the Fiske ap¬ 
plication was filed. 

Thus the Defendants’ counsel asked the follow¬ 
ing question of Admiral Fiske: 

44 You were not aware that they had on their 
files of their Patent Office in 1911, before the 
date of your patent application, a patent for 
a torpedo to be dropped from an airplane?” 
(Rec., page 41) 

which contains two misstatements, inasmuch as no 
patent had been secured, and the torpedo when re¬ 
leased was not dropped from an airplane, but was 
fired from the gun 7 (Rec., page 300). 

This patent was referred to by the witness Brady 
as part of the prior art in his deposition until cor¬ 
rected, and was again referred to at the bottom of 
page 142. This was probably the closest construc¬ 
tion shown by the Defendants’ expert, but it was 
not part of the prior art . 
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Other instances might be cited in Defendants’ 
Brief where the Record does not comply with the 
facts alleged, but the foregoing doubtless will suffice. 

XIV. | 

i 

‘‘Pernicious’’ General Order 35 Cancelled. 

i 

We have hereunto appended a copy of the new 
General Order 195, cancelling the “pernicious Gen¬ 
eral Order 35,” which we believe was largely Re¬ 
sponsible for the necessity of bringing this suit, or 
any like it. 
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General Order 1 NAVY DEPARTMENT. 

No. 195 J Washington, D. C. t October 4, 1929. 

I 

INVENTION BY OFFICERS AND MEN IN THE NAVAL SERVICE ! AND EM¬ 
PLOYEES CONNECTED WITH THE NAVAL ESTABLISHMENT 

1. General Order No. 35 is^ hereby canceled. 19J 

2. So far as affects rights pertaining'tb inventions and patents, 
the status of persons in the naval service is similar to that of 
persons in other occupations, and in connection with su<ih rights 
the relation between the Navy Department and each person in its 
service, whether officer, enlisted person, or civilian employee (all 
referred to hereinafter as employee) is the relation between em¬ 
ployer and employee; and the Navy Department recognizes the 
rights of the employee in and to inventions and patents as estab¬ 
lished by the law pertaining to employer and employee, with 
certain exceptions incident to Government service. 

3. Those rights in each case must be determined by the; facts in 
the particular case. For the purpose of illustration, however, 
there are described below certain assumed situations based on 
facts and circumstances that frequently occur, in which the re¬ 
spective rights of the parties may be clearly defined. 

(а) The title to the invention and to any patent secured on it 
by the employee vests in the employer when 

An employee is directed to make or improve a specific 
device, means, method, or process, and in the perform¬ 
ance of such duty he makes an invention directly bearing 
upon that particular device, means, method, or process, 
or 

The complete control of the invention is necessary in order 
for the employer to realize all the benefits Which he 
anticipated would flow to him by the employment of the 
employee. 

(б) The title to the invention and to any patent secured on it 
by the employee, including all commercial and foreign rights, re¬ 
sides in the employee, but subject to a license to the employer 
when 

An employee not assigned to duty as in (a) makes an 
invention and uses the employer's time or facilities or 
other employees in the development of the invention. 


(3) 
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In such case the Navy Department requires a nonexclu¬ 
sive, irrevocable, and unlimited right to make and use, 
arid have made for the Government’s use, devices em¬ 
bodying the invention and to sell such devices as provided 
for by law regarding the sale of public property. 

(c) The title to the invention and to any patents secured on it 
by the employee is the property of the employee subject to no right 
of the employer when 

An employee makes an invention not within the circum¬ 
stances defined in (a), or (6), or concerning which he is 
not otherwise obligated to the employer. 

4. Where the Navy Department does not have the title to or 
right to use the invention, compensation to the employee for any 
use of the invention by the Navy Department will be proper 
matter for an agreement conformable to law between the Navy 
Department and the employee. 

5. In the interest of the Government every person in the naval 
service and every employee of the Naval Establishment who makes 
an invention is hereby urged to furnish information thereof to 
the Navy Department promptly through official channels. To 
assist the Navy Department in determining the rights of the 
Government and the inventor, a summary of the circumstances 
should be included in the indorsement of the commanding officer. 
Such information should be furnished irrespective of the rights 
of the individual. In cases where the Government has the title 
to or right to use the invention, the Navy Department will pro¬ 
ceed with the application for letters patent in the name of the 
inventor in order to protect the interests of the Government. In 
cases where the Government has no title or right to use the inven¬ 
tion, but the invention is deemed useful to the Government, the 
Navy Department will, on request of the inventor, undertake the 
prosecution of the application for letters patent upon execution 
of a license, of the scope previously defined, to the Government. 
Under other circumstances the inventor will be left free to secure 
a patent in such manner as he may choose. 

G. In the event an employee makes an invention that appears to 
be of such military character that in the interest of the national 
defense the invention should be kept secret, the inventor is hereby 
required to make a full and complete disclosure thereof to the 
Secretary of the Navy direct. If the Navy Department should 
decide after consideration that such invention should be kept 
secret, the matter of compensation will be the subject of agree¬ 
ment between the inventor and the Navy Department conformable 
to law. If an invention of military value is made and is adopted 
as part of the national defense, the disclosure of the invention 
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to persons not authorized to receive the information may involve 19 

a violation of the national defense act. 

7. The foregoing is not to be understood as conflicting in any 
way with the provisions in the act of July 1, 1918, for compensat¬ 
ing civilians for valuable suggestions, which reads as follows: 

“ That the Secretary of the Navy is hereby authorized, in 
his discretion and under such rules and regulations as he 
may prescribe, to pay cash rewards to civilian employees 
of the Navy Department or the Naval Establishment or 
other persons in civil life when due to a suggestion or 
series of suggestions by them there results an improve¬ 
ment or economy in manufacturing process or plant or 
naval material: Provided, That such sums as j may be 
awarded to employees or other persons in civil life in 
accordance with this act shall be paid them oiit of cur¬ 
rent naval appropriations in addition to their usual com¬ 
pensation: Provided further , That no employee or other 
person in civil life shall be paid a reward under this 
act until he has properly executed an agreement to the 
effect that the use by the United States of the suggestions 
or series of suggestions made by him shall not 'form the 
basis of a further claim of any nature from the United 
States by him, his heirs, or assigns.” (40 StatJ 718.) 

8. It must be remembered that it should be the first thought of 
every officer and man and every civilian employee to perform the 
duty to which he is assigned to the best of his ability; hnd if in 
this performance improvements in a device, means, method, and 
process are made, it is a sign of ability and devotion to service, 
and this the Navy Department will recognize, giving due credit 
therefor on the official record. 

9. The Navy Department is bound to respect the property rights 
of persons in the naval service and employees connected! with the 
Naval Establishment under their patents, but no restrictions can 
be placed on the right of the Government, irrespective of the 
question of compensation, to use any invention for public! purposes 
whether it is protected or not by patent. If agreement can not 
be effected with the owner before the use, the matter of Compensa¬ 
tion will be left to subsequent determination. 

C. F. AdasMS, 

Secretary of the Navy, 
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